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Just Because Something May Result From a 
Prior Art Teaching Does Not Make it Inher-
ent in that Teaching 
 
In Personal Web Technologies, LLC v. Apple, 
Inc., Appeal No. 2018-1599, the Federal Cir-
cuit clarified that the mere fact that a certain 
thing may result from a given set of circum-
stances is not sufficient to demonstrate inher-
ency.  Instead, the party alleging inherency 
must show that the natural result flowing 
from the opera on, as taught, would result in 
the performance of the ques oned func on. 
 
Apple filed a pe on reques ng inter partes 
review of a Personal Web patent, alleging the 
patent was obvious in view of two prior art 
references.  The patent claimed a method 
and apparatus for avoiding problems which 
arise from tradi onal naming protocols in 
conven onal data processing systems, such 
as duplica on of a data item.  The PTAB found 
the claims obvious, in part because one of the 
prior art references inherently taught a claim 
limita on.  
 
The Federal Circuit reversed the Board’s deci-
sion, concluding that the inherency finding 
lacked substan al evidence.  While it was 
possible that the prior art system u lized the 

claim limita on at issue, Personal Web sug-
gested an equally plausible understanding of 
the prior art that would not u lize the limita-

on at issue.  The Federal Circuit noted that 
inherency may not be established by proba-
bili es or possibili es, but instead must nec-
essarily exist in the prior art.  Because the 
disputed claim limita on did not necessarily 
exist in the prior art, the Board’s reliance on 
inherency in its obviousness analysis was 
improper.  
 
 
Your Generic Product Directed to a Specific 
Disease or Disorder May Not Be Safe From A 
Patent Claiming a Treatment for a Symptom 
of that Disease or Disorder 
 
In Forest Laboratories, LLC v. Sigmapharm 
Laboratories, Appeal Nos. 2017-2369, -2370, -
2372, -2373, -2374, -2375, -2376, -2389, -
2412, -2436, -2438, -2440, -2441, a district 
court’s construc on of a claim term that was 
contrary to the plain language of the claims 
and the usage of the term in the specifica on 
was clearly erroneous. 
 
Sigmapharm, Hikma, Breckenridge, Alembic, 
and Amneal filed ANDAs with the FDA seeking 
to market generic versions of Saphris, an 
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such they are patent eligible.”  The Federal Circuit 
found that although beta-alanine is a natural product, 
the claims were not directed to beta-alanine.  In-
stead, the claims were directed to “specific treatment 
formula ons that incorporate natural products,” 
where those natural products “have different charac-
teris cs and can be used in a manner that beta-
alanine, as it appears in nature, cannot.” 
 
The court cited Vanda Pharmaceu cals Inc. v. West-
Ward Pharmaceu cals Interna onal Ltd., 887 F.3d 
1117, 1134–36 (Fed. Cir. 2018), to support its analysis 
of treatment claims under the Mayo/Alice two-step 
framework.  Vanda contrasted patent-eligible treat-
ment claims from the diagnos c claims found ineligi-
ble in Mayo.  Applying Vanda, the court found that 
Natural Alterna ves’ claims were “treatment claims” 
because the claims as construed “require that an 
infringer actually administer the dosage form claimed 
in the manner claimed.”  Thus, the court found that 
the claims were patent-eligible at Mayo/Alice step 
one. 
 
The court also stated that “at step two, factual im-
pediments exist” to invalida ng the claims at the 
pleading stage.  Under Natural Alterna ves’ construc-

ons, the claims allegedly required a dietary supple-
ment with “a dose well in excess of the normal levels 
of beta-alanine.”  The court found no basis to con-
clude that this dietary supplement limita on was well
-understood, rou ne, and conven onal at Mayo/Alice 
step two. 
 
Judge Reyna, wri ng separately, disagreed with the 
claim construc on the majority relied upon to find 
the claims patent-eligible, but concurred in the ma-
jority’s decision to remand for further proceed-
ings.  Believing that the district court afforded too 
much deference to the patentee’s proposed claim 
construc on, Judge Reyna ques oned whether “a 
Rule 12(c) mo on based on § 101 should be decided 
before claim construc on,” and suggested that dis-
trict courts should be asked to independently con-
strue claims before deciding § 101 issues.  
 
 
 
 
 
 
 
 
 
 
 
 

 an psycho c drug sold by Forest.  Forest sued for 
patent infringement.  A er a bench trial, the district 
court held, inter alia, that Forest had not established 
infringement of one of the asserted claims as to 
Alembic and Breckenridge because the claim at issue 
was directed to “a method for trea ng tension, exci-
ta on, anxiety, and psycho c and schizophrenic dis-
orders,” and the ANDA products were indicated for 
treatment of “manic episodes” associated with bipo-
lar I disorder.  Forest appealed the district court’s 
finding of non-infringement. 
 
The Federal Circuit vacated and remanded for the 
district court to reconsider infringement under a 
corrected construc on of the term “excita on.”  The 
Federal Circuit held that the district court erred in 
trea ng “excita on” as limited to “excita on disor-
ders,” not to symptoms of such, because “[t]he use 
of the conjunc on ‘and’ before ‘psycho c and schiz-
ophrenic disorders’ indicates that ‘psycho c and 
schizophrenic disorders’ is a dis nct item on the list, 
and that unlike the terms ‘psycho c’ and 
‘schizophrenic,’ the words ‘tension,’ ‘excita on,’ and 
‘anxiety’ are not describing ‘disorders.’ This is con-
sistent with how ‘excita on’ is used elsewhere in the 
specifica on.”  The Federal Circuit construed 
“excita on” to refer to a symptom of a disease or 
disorder and remanded the case for the district court 
to consider infringement using the pro per construc-

on of “excita on.”  
 
 
Naviga ng Treatment Claims Through An Eligibility 
Challenge at the Pleading Stage 
 
In Natural Alterna ves Int’l, Inc. v. Crea ve Com-
pounds, LLC, Appeal No. 2018-1295, the district court 
improperly held that claims were directed to a natu-
ral law where the claims recited a method of treat-
ment requiring a specific and allegedly unconven-

onal dosage of the naturally occurring ingredient. 
 
Natural Alterna ves asserted several dietary supple-
ment patents related to using beta-alanine, a natu-
rally occurring product, to “increas[e] the anaerobic 
working capacity of muscle and other ssues.”  Crea-

ve Compounds moved for judgment on the plead-
ings, alleging ineligibility under 35 U.S.C. § 101.  The 
district court granted Crea ve’s mo on, holding that 
even under the patentee’s proposed claim construc-

ons, the claims were directed to a natural law and 
thus were ineligible for paten ng.   
 
The Federal Circuit reversed and remanded, sta ng 
that, under the patentee’s proposed claim construc-

on, the claims at issue “are treatment claims and as 
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Judge Lourie dissented, arguing that, under step one of 
Alice, the claims were directed to the abstract idea of 
monitoring network security.  At step two, Judge Lourie 
found no inven ve concept because the claims were re-
sult-focused without claiming a specific way to monitor 
network ac vity. 
 
Demonstra ng Diligence in Reducing an Inven on to 
Prac ce Only Requires Showing the Diligence Was Rea-
sonably Con nuous, Not Perfectly Con nuous 
 
In Arc c Cat Inc. v. GEP Power Products, Inc., Appeal Nos. 
2018-1520, 2018-1521, the Federal Circuit held that the 
preamble of several challenged claims was not limi ng 
because the preamble merely iden fied an intended use, 
and did not impose a structural requirement.  The Federal 
Circuit also held that the inventor was diligent in reducing 
his inven on.  
 
GEP filed pe ons reques ng inter partes review of two 
patents owned by Arc c Cat. The patents at issue de-
scribed an electrical-connec on box for distribu ng pow-
er to various electrical components. The Board granted 
the pe ons and found both patents unpatentable.  Arc-

c Cat challenged the Board’s findings that various claim 
preambles were not limi ng and that the Boyd patent 
was prior art.   
 
The preamble in the patents at issue recited “[a] personal 
recrea onal vehicle.”  The Court agreed with the Board 
that the reference to “personal recrea onal vehicle” 
merely iden fied an intended use.  Further, Arc c Cat did 
not show that this use imposed any structural require-
ment on the claimed module.  A preamble is not limi ng 
where a patentee describes a structurally complete inven-

on in the claim body and uses the preamble only to state 
an intended use.  In addi on, Arc c Cat did not use the 
transi onal phrase “wherein the improvement compris-
es.”  Thus, the Court agreed with the Board that the pre-
amble did not limit the claims in the patents at issue.   
 
The Federal Circuit reversed the Board’s decision that the 
Boyd patent was prior art to the patents at issue.  Boyd 
was filed about seven months before the filing date of the 
first patent at issue, to which the second patent at issue 
claimed priority.  Anteda ng Boyd required that the in-
ventor conceive of the inven on before the filing date of 
Boyd and diligently reduce the inven on to prac ce. The 
par es did not dispute that the inventor conceived the 
inven on prior to the filing date of Boyd. Thus, the only 
issue was whether the inventor had been diligent in re-
ducing the inven on to prac ce.  The Federal Circuit not-
ed that diligence “need not be perfectly con nuous – only 
reasonably con nuous.”  The Court stated that the Board 
applied too rigid of a standard for diligence. The inventor 
submi ed a declara on that included a meline with 

Claims Drawn to Improving the Func onality of Com-
puters and Computer Networks Themselves May Be 
Patent Eligible under Step One of Alice 
 
In SRI Interna onal, Inc. v. Cisco Systems, Inc, Appeal 
No. 2017-2223, the Federal Circuit held that the chal-
lenged claim was not directed to an abstract idea 
because the claim was more complex than merely 
reci ng the performance of a known business prac ce 
on the Internet. 
 
SRI sued Cisco for infringement of two of SRI’s net-
work surveillance patents.  Cisco moved for summary 
judgement on various issues, including that the claims 
are drawn to patent-ineligible subject ma er.  The 
district court denied summary judgment of ineligibil-
ity.  A jury found that Cisco willfully infringed the pa-
tents.  Cisco appealed the district court’s denial of 
summary judgment of patent ineligibility under 35 
U.S.C. § 101, the denial of its mo on for judgment as 
a ma er of law that it did not willfully infringe the 
patents, and other issues. 
 
The Federal Circuit affirmed the district court’s finding 
that the claims are subject-ma er eligible under step 
one of Alice because they were not directed to an 
abstract idea.  The Federal Circuit found that the 
claims used a specific technique to solve a technologi-
cal problem arising in computer networks, namely 
iden fying hackers or poten al intruders into a net-
work by using a plurality of network monitors to ana-
lyze data on the network and integrate reports from 
the monitors.  The Federal Circuit cited the specifica-

on to support its conclusion that the claims were 
directed to a technological solu on to a technological 
problem.  On appeal, Cisco argued that the claims 
were analogous to the ineligible claims in Electric 
Power Group, LLC v. Alstom S.A., as they were merely 
directed to generic steps required to collect and ana-
lyze data.  The Federal Circuit dis nguished Electric 
Power, sta ng that those “claims were drawn to using 
computers as tools to solve a power grid problem,” 
whereas the claims at issue here were drawn to 
“improving the func onality of computers and com-
puter networks themselves.” 
 
With respect to willful infringement, the Federal Cir-
cuit agreed with Cisco that the jury’s finding of willful 
infringement going back to 2000 was not supported 
by substan al evidence.  Cisco did not know of the 
patents un l May 2012 when it received a no ce 
le er.  The Federal Circuit vacated and remanded for 
the district court to determine if substan al evidence 
supported willful infringement from 2012. 
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Thus, the Federal Circuit found that the claims were 
patent-eligible and reversed the district court’s deci-
sion. 
 
 
An Abstract Idea Cannot Supply an Inven ve Concept 
for Alice Step Two 
 
In Chargepoint, Inc. v. Semaconnect, Inc., Appeal No. 
2018-1739, the Federal Circuit held that an abstract 
idea cannot be used to supply an inven ve concept that 
renders a claim “significantly more” than an abstract 
idea.  
 
ChargePoint filed a complaint for patent infringement 
against SemaConnect, asser ng four patents rela ng to 
networked electric-vehicle charging sta ons connected 
to a local power grid.  In response to the complaint, 
SemaConnect filed a mo on to dismiss based on 35 
U.S.C. § 101.  The district court granted SemaConnect’s 
mo on to dismiss, holding that the asserted patent 
claims were directed to ineligible subject ma er and 
dismissed the case with prejudice.  ChargePoint ap-
pealed.  
 
The Federal Circuit affirmed a er employing the two-
step Mayo/Alice analysis.  At step one, the Federal Cir-
cuit determined that the asserted claims were directed 
to the abstract idea of communica on over a network 
for interac ng with a device, applied to the context of 
electric-vehicle charging sta ons, and that the claims 
would preempt the en re industry’s ability to use net-
worked charging sta ons.  At step two, ChargePoint 
argued that its network-controlled charging sta ons 
provided an unconven onal solu on to technological 
problems in the field and thus contained an inven ve 
concept that rendered the claims “significantly more” 
than an abstract idea.  However, the Federal Circuit 
held that the alleged inven ve concept, network con-
trol, was an abstract idea itself and thus could not be 
used to supply the inven ve concept. 
 
The Federal Circuit also found no error in the district 
court’s decision to dismiss ChargePoint’s complaint 
with prejudice because, amongst other things, Charge-
Point never sought leave to amend pre-judgment, nev-
er filed a proposed amended complaint, and failed to 
iden fy any alleged facts that could be pleaded to cure 
the deficiencies in its complaint.   
 
 
 
 
 
 
 

 cita ons to exhibits to demonstrate his efforts. The 
Federal Circuit noted that the gaps in the ac vity de-
scribed in the meline were explained by the tes ng 
of the inven ons by another party.  
 
 
Drug Treatment Claims Found to be Patent-Eligible 
In Endo Pharmaceu cals Inc. v. Teva Pharmaceu cals 
USA, Inc., Appeal Nos. 2017-1240, -1455, -1887, the 
Federal Circuit held that claims directed to a specific 
method of treatment for specific pa ents using a spe-
cific compound at specific doses to achieve a specific 
outcome may be patent eligible, despite using a natu-
ral law or phenomenon.   
 
Endo sued Actavis Pharma and Teva alleging infringe-
ment of a patent (’737 Patent) covering a method of 
using oxymorphone to treat pain in pa ents with im-
paired kidney func on.  In response, Actavis moved to 
dismiss Endo’s patent infringement claims under § 
101.  The magistrate judge recommended gran ng 
Actavis’s mo on, reasoning that the claims were di-
rected to a natural law under the Alice/Mayo frame-
work.  The district court adopted the magistrate 
judge’s recommenda on and entered par al judgment 
of ineligibility in the Actavis case and final judgment of 
ineligibility in the Teva case.  Endo appealed. 
 
The Federal Circuit, reviewing the grant of the mo on 
to dismiss and the patent eligibility determina on de 
novo, reversed a er finding the claims to be directed 
to a patent-eligible method of using oxymorphone to 
treat pain in a renally impaired pa ent.  The Federal 
Circuit found that the claims, like those in Vanda Phar-
maceu cals Inc. v. West-Ward Pharmaceu cals Inter-
na onal Ltd, 887 F.3d 1117 (Fed. Cir. 2018), recited a 
method for trea ng a pa ent comprising carrying out 
a dosage regimen based on the results of some form 
of tes ng.  Addi onally, the claims required specific 
treatment steps, such as requiring doctors to orally 
administer the drug to a pa ent at a lower dosage 
based on the measured test results in such a way that 
the concentra on of the drug over me did not ex-
ceed a recited level in the pa ent’s body.  Thus, the 
claims were directed to a specific method of treatment 
for specific pa ents using a specific compound at spe-
cific doses to achieve a specific outcome. 
 
The Federal Circuit dis nguished Mayo because the 
claims in that case were directed to the rela onship 
between the dosage of a drug and a par cular condi-

on, while the ’737 claims were directed to an applica-
on of that rela onship, specifically, a method of 

treatment including specific steps to adjust the dosage 
for pa ents with the condi on.   
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Federal Circuit Determina on that References Do Not 
Disclose a Par cular Limita on Does Not Preclude Party 
from Presen ng Other Obviousness Theories Based on 
Same References 
 
In TEK Global, S.R.L. v. Sealant Systems Interna onal, Ap-
peal No. 2017-2507, the Federal Circuit clarified that 
when the Federal Circuit holds a combina on of refer-
ences does not teach a par cular limita on, that does not 
foreclose all other obviousness theories based on the 
same combina on of references. 
 
TEK sued Sealant Systems Interna onal and ITW Global 
Tire Repair (collec vely “SSI”) for infringing its patent 
covering an emergency re-repair kit.  The district court 
ini ally found the patent valid and infringed, but the Fed-
eral Circuit vacated as to validity and ordered a new tri-
al.  Specifically, the Federal Circuit overturned the claim 
construc on and held that, using the proper claim con-
struc on, neither of the two prior art references relied on 
disclosed a par cular limita on.  The Federal Circuit re-
manded with an explana on that SSI “has not had an 
opportunity to make a case for invalidity in light of this 
court’s claim construc on.”  
 
On remand, SSI presented a new obviousness theory us-
ing the same two prior art references, and argued that “it 
would have been obvious... to modify” one of the previ-
ously raised prior art references such that it would meet 
the properly construed limita ons.  However, because the 
district court believed that the Federal Circuit had already 
foreclosed SSI’s invalidity theory, it instructed the jury 
that it was “not permi ed to conclude that [the two ref-
erences], alone or in combina on with one another, dis-
closes” the limita on in ques on.  In this second appeal 
to the Federal Circuit, the court determined that the dis-
trict court misunderstood its prior holding and that SSI 
should have been allowed to present its new obviousness 
theory that was not at issue in the prior appeal.  The Fed-
eral Circuit remanded for a par al new trial on validity. 
 
For judicial economy, the Federal Circuit affirmed the 
infringement finding, damages award, and permanent 
injunc on.  For the permanent injunc on, the Federal 
Circuit analyzed the Ebay factors in the context of a two-
supplier market and concluded the injunc on included a 
“well-cra ed sunset provision [that] mi gates any nega-

ve effects” on the public interest. 
 
 

Federal Circuit Upholds Drug Patent, Affirming Non-
Obviousness Determina on Because Compound Was 
Not Previously Known to be Polymorphic 
 
In Grunenthal GmbH v. Alkem Laboratories Limited, 
Appeal Nos. 2017-1153, -2048, -2049, -2050, the Fed-
eral Circuit held that there may be no reasonable 
expecta on of success in producing a specific poly-
morph of a compound when that compound is not 
known to be polymorphic, and when exis ng synthe-
sizing methods do not necessarily produce or provide 
specific guidance for producing the specific poly-
morph. 
 
Grünenthal sued several generic pharmaceu cal com-
panies for infringement of two patents directed to the 
drug tapentadol hydrochloride and methods of using 
the drug to treat polyneuropathic pain.  A er a bench 
trial, the district court concluded, among other things, 
that the compound patent was not invalid as obvious, 
and that two of the generic companies did not induce 
or contribute to the infringement of the method pa-
tent.  
 
The Federal Circuit affirmed the district court’s finding 
of no induced or contributory infringement of the 
method patent.  In their request for approval to mar-
ket generic tapentadol hydrochloride, the generic 
companies had told the FDA that they would not be 
seeking approval for treatment of neuropathic 
pain.  The Federal Circuit agreed that the proposed 
drug labels did not instruct users to prac ce the 
claimed method because the instruc ons were lim-
ited to trea ng general chronic pain and omi ed any 
clinical studies rela ng to neuropathic pain.  The Fed-
eral Circuit also found evidence suppor ng the district 
court’s finding that the non-infringing uses of the 
proposed generic product were substan al.  
 
With respect to the compound patent, which was 
directed to a Form A polymorph of the drug, the Fed-
eral Circuit affirmed the district court’s finding that a 
person of ordinary skill would not have had a reasona-
ble expecta on of success in discovering Form A from 
prior art references disclosing Form B and teaching 
general methods for screening for polymorphs.  The 
Federal Circuit reasoned that there was (1) no known 
or expected polymorphism of the drug, (2) no evi-
dence that prior art methods for producing Form B 
would also produce Form A, and (3) no guidance as to 
what variables for discovering polymorphs would 
likely lead to the iden fica on of Form A.  
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Samsung alleged that the plain ff’s experts credited the 

asserted inven on with an excessive por on of the 

accused devices’ overall value. Samsung also challenged 

Weinstein’s calcula on of future damages through the 

expira on of the patent, as well as his applica on of the 

Georgia-Pacific factors. 

 

Samsung’s first argument a acked Weinstein’s reliance 

on prior licenses. According to Samsung, the rates in 

these prior licenses fall within a range that the federal 

circuit directed the district court to evaluate for their 

value to standardiza on. Red Rock responded that 

there was no evidence that the licenses were impacted 

by standardiza on, and therefore, the rates contained 

in those licenses should be viewed as reflec ng an actu-

al nego a on of the patent’s value. The district court 

sided with Red Rock, finding that “[m]any of these argu-

ments are really about comparability, more so than 

appor onment.” As a result, the district court declined 

to exclude Weinstein’s opinions on this basis and held 

that “whether these licenses are sufficiently compara-

ble […] goes to the weight of the evidence, not its ad-

missibility.” Apple Inc. v. Motorola, Inc., 757 F.3d 1286, 

1326 (Fed. Cir. 2014) (emphasis added). 

 

Samsung’s second argument a acked Dr. Jones’s analy-

sis based on an alleged failure to connect the value of 

the accused devices to the patented features. Specifi-

cally, Samsung argued that it could have received com-

parable transceiver calibra on benefits in the accused 

devices from the prior art systems and methods rather 

than from the asserted inven on, and that Dr. Jones 

failed to subtract out the value a ributable to features 

in the prior art. Red Rock argued that Dr. Jones consid-

ered the prior art processes but found that they did not 

contribute to the performance enhancements a ribut-

Magistrate Judge Denies Daubert Mo on, Find-

ing Alleged Reasonable Royalty Appor onment 

Deficiencies an Issue for the Jury. 

 

by Colin B. Phillips, Rachel J. Elsby & Daniel L. Moffe  

District Court, Eastern District of Texas  

 

In a memorandum order issued February 6, 2019, 

Magistrate Judge Roy S. Payne of the Eastern District 

of Texas denied the defendant’s mo on to exclude the 

plain ff’s experts’ tes mony rela ng to reasonable 

royalty damages. The defendant, Samsung, a acked 

the experts’ tes mony largely based on alleged fail-

ures to properly appor on royal es to the patented 

feature. However, the district court found that these 

a acks went to the weight of the evidence rather than 

the admissibility, and thus, the proper course would 

be to allow the tes mony to go before the jury where 

Samsung could challenge it through cross-

examina on. 

 

In the underlying li ga on, the plain ff, Red Rock Ana-

ly cs, asserted U.S. Patent No. 7,346,313 directed to a 

system and method for transceiver calibra on, against 

Samsung’s devices containing 802.11n and LTE trans-

ceivers. Red Rock’s damages expert, Roy Weinstein, 

calculated a reasonable royalty damages figure of 

$75.9 million through the expected date of trial and 

addi onal damages through the 2025 expira on date 

of the patent based in part on the analysis of Red 

Rock’s technical expert, Dr. Christopher Jones. Sam-

sung moved to exclude Weinstein’s opinion as unrelia-

ble under Daubert v. Merrell Dow Pharm., Inc., 509 

U.S. 579 (1993) and Federal Rule of Evidence 702. 

Samsung based this mo on in part on alleged flaws in 

the experts’ appor onment methodology—that is, 
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Throughout its decision, the district court emphasized 

that Samsung’s arguments primarily went to how the 

evidence should be weighed, rather than whether Red 

Rock’s experts’ opinions were unreliable. Consequently, 

the district court found that Samsung’s concerns were 

more appropriately addressed through tradi onal 

means of a acking evidence, i.e., vigorous cross-

examina on. 

Prac ce Tip:  

As the district court emphasized in the decision dis-

cussed here, the admissibility of expert opinions turns 

on the reliability of the methodology used, not the 

strength of the conclusions an expert ul mately reach-

es. And, although there may be more than one reliable 

approach in a single case, each par cular approach 

must be evaluated for its rela ve strengths and weak-

nesses both for the purposes of admissibility and for its 

poten al suscep bility to a ack on cross-examina on. 

 

Red Rock Analy cs, LLC v. Samsung Elecs. Co., No. 2:17-

CV-101-RWS-RSP (E.D. Tex. Feb. 6, 2019).  

 

 

Bar to File IPR Triggered by Declaratory Judg-

ment Ac on, Even if Complaint Was Dismissed 

Without Prejudice   

 

by Caitlin E. Olwell, Ma hew George Hartman & Rubén 

H. Muñoz  

Patent Trial and Appeal Board, 35 U.S.C. § 315(b), Inter 

Partes Review   

 

In Ruiz Food Products, Inc. v. MacroPoint LLC, the Pa-

tent Trial and Appeal Board (PTAB) considered whether 

the me-bar provision of 35 U.S.C. § 315(a)(1) was trig-

gered when a real party-in-interest had previously filed 

ed to the patent. Again, the district court found the 

heart of Samsung’s arguments went more to the con-

clusions reached by Red Rock’s experts than their 

methodology. According to the district court, the 

methodology employed by Dr. Jones and Weinstein, 

by extension, was sufficiently reliable and grounded in 

the facts of the case. And, because Dr. Jones consid-

ered the claimed inven on’s footprint in the market-

place, the tes mony is admissible. 

 

Samsung also took issue with Weinstein’s use of lump-

sum payment licenses as a basis for determining a 

running royalty. In par cular, Samsung argued that 

Weinstein inappropriately calculated an equivalence 

between a lump-sum license payment and a running 

royalty despite evidence showing that Samsung had a 

clear preference for the lump-sum payment. But 

again, the district court found Weinstein’s methodolo-

gy reliable and refused to exclude his opinions on this 

basis. 

 

Lastly, Samsung argued that Weinstein’s calcula ons 

of future sales of accused products through the expira-

on of the patent was unreliable because it held 

steady based on 2017 sales data and failed to account 

for the possibility of decreases in the overall market. In 

response, Red Rocks noted that Weinstein intended to 

revise his calcula ons based on addi onal evidence 

Samsung agreed to produce for 2018 sales, but that 

Weinstein’s model accounts for both increases and 

decreases in sales by holding sales constant. The dis-

trict court denied Samsung’s mo on as to this argu-

ment, holding that Samsung had not demonstrated 

that Weinstein’s calcula on was based on pure specu-

la on. 
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equally to § 315(a)(1) and, therefore, the IPR proceed-

ings were me-barred. Pe oner, in response, argued 

that the Federal Circuit’s decision in Click-to-Call was 

cabined to § 315(b) and that a dismissal without preju-

dice s ll renders an ac on as if it had never been filed 

for purposes of § 315(a)(1). 

 

Sec on 315 contains two provisions addressing me 

bars based on civil ac ons. The first provision, set forth 

as § 315(a)(1), governs ac ons brought by a pe oner 

or a real party-in-interest. Under § 315(a)(1), the PTAB 

may not ins tute IPR proceedings if a pe oner or real 

party-in-interest filed a civil ac on challenging the valid-

ity of a patent claim before the pe on’s filing date. 

The second provision, set forth as § 315(b), governs 

ac ons brought by a patent owner. Unlike § 315(a)(1), 

which establishes a bar on the date that the pe oner 

or real party-in-interest filed an ac on challenging pa-

tent validity, the me bar under § 315(b) is triggered 

one year from the date a patent owner served a patent 

infringement complaint. 

 

In determining whether the IPR proceedings were me-

barred, the PTAB turned to the statutory language of 35 

U.S.C. § 315. The PTAB explained that nothing in § 315

(a)(1) provides any excep ons for complaints that are 

filed before an IPR pe on but later dismissed. Moreo-

ver, as the Federal Circuit previously discerned in Click-

to-Call regarding § 315(b), the PTAB concluded that 

Congress could have—but did not—include an excep-

on in § 315(a)(1) for ac ons that were filed but later 

dismissed without prejudice. Just as the Federal Circuit 

in Click-to-Call found the language of § 315(b) to be 

plain and unambiguous, the PTAB held the same for § 

315(a)(1). According to the PTAB, the plain and unam-

biguous text set forth in § 315(a)(1) did not include any 

an ac on challenging the validity of patent claims, 

which had been dismissed without prejudice. 

 

Pe oner Ruiz Food Products, Inc. iden fied Four-

Kites, Inc. (“FourKites”) as a real party-in-interest in 

two inter partes review (IPR) pe ons and disclosed 

that FourKites had previously filed an ac on for declar-

atory judgment of invalidity against the patents-at-

issue. Despite the previously filed declaratory judg-

ment ac on, Pe oner argued that 35 U.S.C. § 315(a)

(1) did not bar ins tu on of the IPR proceedings be-

cause FourKites’ declaratory judgment complaint had 

been dismissed without prejudice. In support of this 

argument, Pe oner relied on prior Federal Circuit 

and PTAB precedent for the proposi on that dismissal 

without prejudice of a declaratory judgment ac on 

nullified the effect of service of that complaint and, 

therefore, could not act as a me bar under § 315(a)

(1). See Graves v. Principi, 294 F.3d 1350, 1356 (Fed. 

Cir. 2002); Oracle Corp. et al. v. Click-to-Call Tech. LP, 

Case IPR2013-00312, slip op. at 17 (PTAB Oct. 30, 

2013) (Paper 26) (preceden al). 

 

A er the IPR proceedings were ins tuted, the Federal 

Circuit issued an opinion dis nguishing Graves and 

vaca ng the PTAB’s final wri en decision in Oracle 

Corp. Specifically, in Click-to-Call Techs., LP v. Ingenio, 

Inc., the Federal Circuit held that service of a complaint 

in a patent infringement ac on can trigger the me-

bar provision of 35 U.S.C. § 315(b) even if the com-

plaint was later dismissed without prejudice. 899 F.3d 

1321, 1325, 1334-35 (Fed. Cir. 2018) (en banc in rele-

vant part). In light of the Federal Circuit’s decision in 

Click-to-Call with respect to § 315(b), Patent Owner 

MacroPoint LLC moved to dismiss the IPR proceedings 

and averred that the holding of Click-to-Call applied 
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ment that FourKites’ complaint should not cons tute a 

“civil ac on” because the complaint was dismissed for 

lack of subject ma er jurisdic on. Without addressing 

how this issue may be decided a er Click-to-Call, the 

PTAB found Pe oner’s argument unavailing because 

the district court did not actually dismiss FourKites’ 

complaint for lack of subject ma er jurisdic on. 

 

Accordingly, the PTAB held that ins tu on of the IPR 

pe ons was me-barred by 35 U.S.C. § 315(a)(1). It 

therefore lacked jurisdic on over the IPR proceedings. 

Prac ce Tip: 

A poten al IPR pe oner must not only avoid filing a 

declaratory judgment ac on of invalidity, but must also 

ensure that no such ac on has been filed by a real party

-in-interest. A declaratory judgment ac on of invalidi-

ty—even if dismissed without prejudice—triggers the 

bar provision of § 315(a)(1) and forecloses the filing of 

an IPR. 

 

Ruiz Food Products, Inc. v. MacroPoint LLC, Case 

IPR2017-02016 & IPR2017-02018, Paper 22 (Feb. 14, 

2019). 

 

 

PTAB Denies IPR Ins tu on Where Pe oner 

Used Same Prior Art and “Substan ally Similar” 

Arguments  

by Andy Rosbrook, Ma hew George Hartman & Rubén 

H. Muñoz  

Patent Trial and Appeal Board, Prior Art, 35 U.S.C. § 

102, 35 U.S.C. § 103, Inter Partes Review   

 

The Patent Trial and Appeal Board (PTAB or “Board”) 

recently denied the ins tu on of an inter partes review 

(IPR) pe on where the Patent Office had previously 

excep on regarding dismissals. 

 

Next, the PTAB considered Pe oner’s argument that 

§ 315(a)(1) is inapplicable to the present circumstanc-

es because of background legal principles concerning 

dismissals. The background legal principle on which 

Pe oner relied was the same as that considered in 

Click-to-Call—i.e., that a dismissal without prejudice 

leaves the par es in the same legal posi on as if the 

complaint was never filed. In Click-to-Call, however, 

the Federal Circuit found such principle to be 

“anything but unequivocal.” Relying on the Federal 

Circuit’s reasoning, the PTAB rejected Pe oner’s 

argument and concluded that Pe oner’s proffered 

background legal principle cannot jus fy applying a 

dismissal excep on to the plain, unambiguous statuto-

ry language of § 315(a)(1). 

 

The PTAB then considered and rejected Pe oner’s 

three alterna ve arguments for why FourKites’ com-

plaint should not trigger the me bar of § 315(a)(1). 

First, the PTAB dismissed Pe oner’s argument that 

FourKites’ complaint did not implicate § 315(a)(1) 

because it was a counterclaim, not a complaint. While 

§ 315(a)(3) provides that a counterclaim of invalidity 

does not cons tute a “civil ac on” to trigger the me 

bar of § 315(a)(1), the PTAB explained that there was 

no ambiguity in the statutory language that could jus -

fy interpre ng “counterclaim” from § 315(a)(3) to 

include FourKites’ declaratory judgment ac on. Sec-

ond, despite Pe oner’s a empts to argue otherwise, 

the PTAB held that Patent Owner did not waive any 

objec on to ins tu on under § 315(a)(1) by failing to 

object prior to ins tu on of the IPR proceedings be-

cause this is a jurisdic onal issue that cannot be 

waived. Third, the PTAB considered Pe oner’s argu-
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III. the extent to which the currently-asserted art was 

evaluated during the earlier examina on; 

IV. the extent of the overlap between arguments in 

the current and earlier proceedings; 

V. whether a pe oner has explained how the Patent 

Office erred when evalua ng the art in the earlier 

proceeding; and 

VI. the extent to which addi onal evidence and facts 

presented in the pe on warrant reconsidera on 

of the earlier-asserted art and arguments. 

 

Becton, Dickinson & Co. v. B. Braun Melsungen AG, Case 

IPR2017-01586, slip op. at 17-18 (PTAB Dec. 15, 2017) 

(Paper 8) (informa ve). 

 

The Board found that the first five factors all weighed in 

favor of denying ins tu on. The first and second factors 

were analyzed briefly. The references were iden cal to 

the ones previously considered, and so were necessarily 

cumula ve. The third factor—the extent to which the 

art was previously examined—also favored denying 

ins tu on. The Board walked through the record of the 

earlier ex parte and inter partes reexamina ons and 

determined that the references were presented sub-

stan vely to the Patent Office and considered during 

those proceedings. 

 

In considering the fourth factor, the Board compared 

the principal arguments made by Pe oner as to what 

the prior art taught, and found that those arguments 

were “substan ally similar in many respects” to the 

previously presented arguments. Accordingly, the 

Board found that this factor weighed in favor of deny-

ing ins tu on. The Board did note that the references 

were being presented as a new combina on and under 

§ 103, but these facts appear to have played li le or no 

considered the asserted prior art, despite Pe oner’s 

a empt to present that prior art in a different way. 

 

The Pe oner, ZTE (USA) Inc., filed an IPR pe on 

challenging U.S. Patent No. 7,397,431 (the “’431 Pa-

tent”), directed to a mul level antenna structure. This 

was not the first me the ’431 Patent had been chal-

lenged—it was previously the subject of an earlier IPR 

pe on, four inter partes reexamina on proceedings, 

one ex parte reexamina on proceeding, three district 

court lawsuits, and a Federal Circuit appeal. 

 

The Pe oner relied on three prior art references 

from the earlier ex parte and inter partes reexamina-

ons. Pe oner, however, presented these references 

to the Board in a new way by (i) combining previously 

uncombined references and (ii) arguing that the ’431 

Patent was obvious under 35 U.S.C. § 103 in light of a 

reference that was previously used as an cipatory 

prior art (under § 102). Pe oner also submi ed new 

and detailed evidence about the characteris cs of the 

patented antenna, including plots, graphs, and an 

expert declara on to explain them.  

   

The Board first considered whether to exercise its 

discre on under 35 U.S.C. § 325(d) to deny ins tu on 

because the asserted prior art was previously present-

ed to the Patent Office. In doing so, the Board weighed 

six non-exclusive “Becton Dickinson” factors: 

 

I. the similari es and material differences between 

the asserted prior art and the art from the earlier 

examina ons;  

II. the cumula ve nature of the asserted prior art 

and the art evaluated during the earlier examina-

on; 
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differen ate the asserted prior art and arguments from 

those at issue in earlier proceedings, using the Becton 

Dickinson factors as a guide. Presen ng the same art in 

different combina ons or under different sec ons of 

the Patent Act (e.g., § 103 instead of § 102) may not be 

enough to jus fy ins tu on.   

 

 

Grace Period for Deadlines Falling on Weekends 

and Holidays Applies to One-Year Time Bar for 

Filing IPR Pe ons A er Being Sued for Infringe-

ment, PTAB Says 

 

by Thomas W. Landers IV, John Wi enzellner & Charles 

Everingham IV 

Patent Trial and Appeal Board, 35 U.S.C. § 315(b), Inter 

Partes Review 

 

In Samsung Electronics Co. v. Immersion Corp., the 

Patent Trial and Appeal Board (the “Board”) recently 

determined that the statutory “grace period” for dead-

lines falling on weekends and holidays extends to the 

one-year me bar for filing inter partes review (IPR) 

pe ons under 35 U.S.C. § 315(b). Accordingly, even 

though Samsung filed its pe on two days a er the § 

315(b) deadline, the Board nonetheless ins tuted re-

view because the deadline fell on a Saturday, and Sam-

sung filed the Pe on on the following Monday. 

 

On August 4, 2017, Immersion served Samsung with a 

complaint alleging infringement of U.S. Patent No. 

6,429,846 (the “’846 patent”) in the Eastern District of 

Texas. On Monday, August 6, 2018, Samsung filed a 

pe on for IPR of the ’846 Patent. Immersion argued 

that the IPR cannot be ins tuted because the pe on 

was un mely under § 315(b). Under that provision, “[a]

role in the Board’s evalua on of the fourth factor. 

 

The fi h factor also weighed in favor of denying ins -

tu on because the Pe oner did not iden fy any er-

rors in the Patent Office’s earlier analysis. 

 

The sixth factor was the only one the Board found to 

weigh in favor of ins tu on. In par cular, the Board 

found that presenta on of addi onal evidence about 

the characteris cs of the antenna, supported by an 

expert declara on, weighed in favor of addi onal con-

sidera on by the Board. 

 

The Board weighed all six factors as a whole and deter-

mined that the first five factors—all dealing with the 

similarity of the prior art and arguments—outweighed 

the Pe oner’s presenta on of addi onal evidence. 

 

Although the Board could have stopped there, it also 

exercised its discre on to deny ins tu on under 35 

U.S.C. § 314(a) on the grounds that an IPR would be 

cumula ve of a co-pending district court proceeding. 

That co-pending case was likely to go to trial before 

the Board would issue a final wri en decision and the 

same prior art and arguments were already under 

considera on by the district court. Thus, the Board 

found that ins tu ng IPR “would be contrary to the 

goal of the AIA to provide an efficient alterna ve to 

district court li ga on” and denied ins tu on under § 

314(a) as well.     

 

ZTE (USA) Inc. v. Fractus, S.A., Case IPR2018-01451 

(PTAB Feb. 19, 2019) (Paper 12). 

Prac ce Tip: 

Where a patent has survived previous challenges at 

the Patent Office, a Pe oner will want to carefully 
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was an a empt to create a non-statutory excep on to 

§ 315(b), and § 21(b) creates a statutory grace period 

that applies to ‘any ac on’ in the PTO.” 

 

Third, Immersion argued that “§ 21(b) should not apply 

in these circumstances because the Pe on could have 

been filed electronically on Saturday, August, 4, 2018.” 

The Board rejected that argument because “most, if not 

all, filings in the PTO can now be made electronically,” 

and it was not willing to conclude that § 21(b) is effec-

vely obsolete. 

Prac ce Tip:  

Although the Board ul mately determined that Sam-

sung’s pe on was mely, the decision is a useful re-

minder that par es should always docket and keep a 

close eye on deadlines triggered by statute and be sure 

to file papers within the statutory windows. Moreover, 

the decision suggests that PTAB panels might apply the 

§ 21(b) grace period broadly to “any ac on” in the Pa-

tent Office, so par es should consider whether the 

statute applies to their facts before spending part of 

their limited word count on arguments about meli-

ness. 

 

Samsung Elecs. Co. v. Immersion Corp., IPR2018-01468, 

Paper 10 (PTAB Feb. 20, 2019). 

 

 

 

 

 

 

 

 

 

n inter partes review may not be ins tuted if the pe -

on . . . is filed more than 1 year a er . . . the pe on-

er is served with a complaint alleging infringement of 

the patent.” 35 U.S.C. § 315(b). Samsung argued that 

its pe on was nonetheless mely because the § 315

(b) deadline fell on a Saturday and 35 U.S.C. § 21(b) 

provides a general “grace period” for deadlines falling 

on weekends and holidays. Specifically, under 35 

U.S.C. § 21(b), “[w]hen the day, or the last day, for 

taking any ac on . . . in the United States Patent and 

Trademark Office falls on Saturday, Sunday, or a Fed-

eral holiday within the District of Columbia, the ac on 

may be taken . . . on the next succeeding secular or 

business day.” 

 

The Board agreed with Samsung and rejected Immer-

sion’s three arguments for why § 21(b) should not 

apply. First, Immersion argued that § 21(b) is a 

“general standard” that “must yield to Sec on 315(b)’s 

specific jurisdic onal limita ons,” which prohibit the 

Board from “ins tu ng inter partes review unless th[e] 

meliness precondi on [of § 315(b)] is sa sfied.” The 

Board rejected that argument because the two stat-

utes are not in conflict. Rather, § 21(b) “is complemen-

tary to deadline-se ng provisions such as those found 

in Sec on 315(b).” 

 

Second, Immersion argued that the Federal Circuit has 

“refused to create excep ons to Sec on 315(b) that 

are not found in the text of that provision.” The case 

Immersion relied on—Click-to-Call, Techs., LP v. Ingen-

io, Inc., 899 F.3d 1321, 1329–32 (Fed. Cir. 2018)—

rejected a “proposed excep on” to § 315(b), namely 

that a voluntarily-dismissed complaint does not trigger 

the one-year me bar. The Board dis nguished that 

case because “the argument rejected in Click-to-Call 
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IPR is limited to “patents or printed publica ons” and 

does not extend to other types of evidence related to a 

prior-art product.  

 

Upon considera on of the par es’ respec ve posi ons, 

the court denied Oil-Dri’s mo on for summary judg-

ment. In doing so, the court determined that Oil-Dri did 

not carry its burden of showing that estoppel was ap-

propriate because it did not present evidence sufficient 

to show that printed materials describing the prior-art 

product qualified as “printed publica ons.” According 

to the court, if such printed materials qualified as 

“printed publica ons,” Nestlé Purina could have pre-

sented the obviousness combina on to the PTAB and it 

would have been precluded  in district court. 

Prac ce Tip:  

Where there is evidence that a pe oner had reasona-

ble access to printed materials corresponding to, or 

describing, a product that it could have proffered dur-

ing the IPR process, a party cannot avoid estoppel simp-

ly by poin ng to its finished product (rather than the 

printed materials) during li ga on. However, a patent 

owner asser ng estoppel under 35 U.S.C. § 315(e) in 

district court must present evidence showing that any 

printed materials relied upon by an accused infringer 

were available upon a reasonable search.  

 

Oil-Dri Corp. of Am. v. Nestlé Purina Petcare Co., No. 15 

C 1067 (N.D. Ill. Feb. 22, 2019) 

 

 

 

 

 

 

 

District Court Rules IPR Estoppel Does Not Ex-

tend to an Obviousness Defense That Was 

Based In Part on Evidence Describing a Prior Art 

Product   

 

by Dorian Ojemen, John Wi enzellner & Rubén H. 

Muñoz  

District Court, Obviousness, Prior Art, 35 U.S.C. § 315

(e)(2) estoppel   

 

In Oil-Dri Corp. of Am. v. Nestlé Purina Petcare Co., 

Judge Kennelly of the Northern District of Illinois de-

nied Plain ff’s mo on for summary judgment on De-

fendant’s obviousness defense, holding that inter 

partes review (IPR) estoppel did not preclude Defend-

ant from raising a prior art patent in combina on with 

evidence describing a prior art product. 

 

Plain ff Oil-Dri moved for summary judgment that 

Defendant Nestlé Purina should be estopped from 

raising the Shinohara patent in the district court be-

cause it could have reasonably raised it in the related 

IPR proceeding. In fact, the judge previously assigned 

to the case, Judge St. Eve, had ruled that Nestlé Purina 

was estopped from raising an an cipa on defense 

based on the Shinohara patent.  

 

Nestlé Purina argued that the earlier ruling on an ci-

pa on does not extend to an obviousness defense for 

several reasons. First, the obviousness combina on—

which is based not only on the Shinohara patent, but 

also on addi onal evidence describing a prior art prod-

uct—is different ground than the precluded an cipa-

on ground. Second, Nestlé Purina could not have 

asserted the obviousness combina on at the Patent 

Trial and Appeal Board (PTAB) because the scope of an 
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against downstream transfers, Perfect’s se lement 

with Apple did not exhaust its rights against Adap cs.” 

The court characterized Adap cs’ argument as requir-

ing “a novel, upstream-oriented applica on of patent 

exhaus on that has no support in case law.” In reaching 

this conclusion, the court first walked through the Su-

preme Court’s recent Impression Products, Inc. v. 

Lexmark Interna onal, Inc., 137 S. Ct. 1523, 1532-33 

(2017) decision rela ng to patent exhaus on. The court 

noted that Adap cs is likely correct that the se lement 

authorized Apple and all of Apple’s customers to sell 

products manufactured by Adap cs, exhaus ng Per-

fect’s rights against Apple and Apple’s customers. But 

that was irrelevant to Perfect’s rights against Adap cs 

itself because Impression Products related to the rights 

of subsequent owners to use or resell a product. And 

the other district court cases that considered Adap cs’ 

upstream patent exhaus on arguments had similarly 

rejected them. 

 

The court then addressed Adap cs’ argument that Per-

fect would be recovering twice for the same infringe-

ment. The court rejected this theory as well, explaining 

that Adap cs’ and Apple’s alleged infringement was not 

the same act of infringement. According to the court, 

Adap cs’ infringement necessarily occurred before any 

authorized sales by Apple. And, in any event, when a 

patentee se les with a downstream distributor, both 

par es are necessarily aware of the existence of the 

infringing manufacturer and presumably account for 

that by limi ng the se lement to less than the patent’s 

full value. Thus, there was no danger that Perfect was 

recovering twice for the same infringement. 

Prac ce Tip:  

When nego a ng a se lement or developing a reason-

able royalty damages theory, par es should always 

Authorized Sale of a Product Does Not Exhaust 

Patent Rights Against Upstream Par es in the 

Chain of Commerce   

 

by Jason Weil, John Wi enzellner & Daniel L. Moffe   

District Court, Infringement, Patent Exhaus on Doc-

trine, Technology, Western District of Washington   

 

A district court in the Western District of Washington 

denied Adap cs Ltd.’s (“Adap cs”) mo on for sum-

mary judgment of patent exhaus on, which was based 

on a theory that an authorized sale by a downstream 

reseller can exhaust patent rights against an upstream 

manufacturer. The plain ff, Perfect Company 

(“Perfect”), alleged that two of Adap cs’ app-based 

products infringed Perfect’s U.S. Patents No. 8.829,365 

and No. 9,772,217. Perfect also sued Apple Inc. 

(“Apple”), alleging that Apple’s sale of Adap cs’ prod-

ucts infringed the same patents. 

 

Perfect ul mately se led with Apple, agreeing not to 

sue Apple or Apple’s customers for infringement of the 

asserted patents. That se lement included a carve out 

excluding from the agreement Perfect’s infringement 

claims against Adap cs. Adap cs filed a mo on for 

summary judgment alleging that, despite the carve 

out, Perfect’s se lement with Apple exhausted Per-

fect’s patent rights in the accused products. If it did 

not, Perfect could recover twice on the value of its 

patent. Perfect disagreed, arguing that patent exhaus-

on only applies to subsequent, downstream purchas-

ers a er an ini al authorized sale; it does not apply to 

upstream manufacturers. 

 

The court agreed with Perfect, holding that “because 

patent exhaus on only applies to the patentee’s rights 
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Micron argued that Limestone lacked standing to with-

hold the documents that Limestone’s parent company 

created before it acquired the patents-in-suit, some of 

which were created before Limestone existed as a cor-

pora on. According to Micron, Limestone could not 

an cipate li ga on before it existed. Micron also ar-

gued the documents were not en tled to privilege or 

work product protec ons because they were created 

for a business purpose, i.e., evalua ng the patents for 

poten al acquisi on, not for li ga on. More specifical-

ly, Micron argued that, under Griffith v. Davis, 161 

F.R.D. 687, 698 (C.D. Cal. 1995), the documents could 

not qualify as a orney work product because they were 

“dual-purpose”—having been created for a business 

purpose, even if they also touched on legal issues—and 

would have been created even if the complaint had 

never been filed. 

 

Limestone countered that for documents providing 

business and legal advice that is “inseparably interrelat-

ed,” the Torf standard supplanted the “primary pur-

pose” standard, and as a result, its documents should 

be protected. According to Limestone, under United 

States v. Torf (In re Grand Jury Subpoena), 357 F.3d 900, 

907 (9th Cir. 2004), “the test for [such] work-product 

protec on is not whether li ga on was a primary or 

secondary mo ve behind the crea on of a document, 

but rather whether, under the totality of the circum-

stances, it can fairly be said that the document was 

created because of an cipated li ga on.” Limestone 

further reasoned, “[c]learly, there is no reason to exer-

cise an op on on a patent if there is a legal decision not 

to assert such a patent.” 

 

Notably, neither party dis nguished the legal standards 

to be applied to documents withheld as work product 

account for the existence of both upstream and down-

stream links in the chain of commerce. In this case, 

Apple apparently determined that carving out Adap-

cs’ conduct from the se lement agreement was in its 

interest. The lack of upstream patent exhaus on, as 

the court observed, would tend to support a lower 

royalty or se lement amount for the reseller. But in 

other cases, it may be in the reseller’s interest to in-

clude the upstream manufacturer in the se lement to 

insure a con nued supply of the accused product. 

Perfect Co. v. Adap cs Ltd., 14-cv-3714-RBL (W.D. Was. 

Mar. 19, 2019) (Dkt. No. 425) 

 

 

Dual-Purpose, Patent Analysis Documents 

Found Immune from Discovery under Work 

Product Doctrine   

 

by Brock F. Wilson, Rachel J. Elsby & Daniel L. Moffe   

District Court, Privilege   

 

In Limestone Memory Systems LLC v. Micron Technol-

ogy, Inc. et al., the Discovery Master ruled that, under 

9th Circuit law, pre-suit, patent analysis documents 

qualified for immunity from discovery under the work 

product doctrine, despite having a dual purpose, be-

cause the business and legal elements of the docu-

ments were inextricably intertwined. 

 

In this case, Micron sought produc on of several docu-

ments related to the evalua on and acquisi on of 

certain patents—documents Micron characterized as 

being created for a business purpose. However, Lime-

stone refused to produce the documents on the bases 

of a orney-client privilege and work product immuni-

ty, and a mo on to compel followed. 
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channels and in some instances involving outside coun-

sel, each of the specific communica ons [] was generat-

ed primarily for the purpose of obtaining legal advice.” 

In other words, the documents would not have been 

generated if Limestone and its parent were merely 

engaged in their regular business of evalua ng and 

purchasing patents. 

 

On the other hand, the Discovery Master ordered Lime-

stone to produce some of the documents on its privi-

lege log, including email chains and a achments, be-

cause based solely on their contents, he could not de-

termine whether they should be privileged or cons -

tute work-product. The Discovery Master noted that 

Limestone had not provided sufficient evidence to con-

clude that they should, highligh ng that it had not pro-

vided declara ons by any of the persons who authored 

or received the documents. 

Prac ce Tip:  

Par es involved in discovery of pre-suit documents 

should consider whether such documents were created 

with li ga on in mind. If so, those documents may be 

protected by work-product immunity or as privileged, 

but those labels should be applied though ully based 

on the applicable legal standards. Par es desiring to 

protect documents that have concurrent business and 

legal purposes may have the best chance of excluding 

them from discovery if they explicitly state their legal 

purpose in the documents themselves. And, if it is not 

clear from the four corners of the documents, supple-

mental evidence, such as declara ons from those per-

sons involved in their crea on or communica on, may 

support a claim that protec on should apply. 

Limestone Memory Systems LLC v. Micron Technology, 

Inc. et al, 8-15-cv-00278 (CACD 2019-02-19, Order) (Roy 

Silva).  

versus documents withheld on the basis of a orney-

client privilege. In its decision, the Discovery Master 

clarified these standards, emphasizing that for privi-

lege to apply, a communica on must be made for the 

purpose of securing or providing legal advice. And 

when the communica on involves in-house counsel 

with business responsibili es, the “primary purpose” 

of the communica on must have been to obtain or 

provide legal advice. In contrast, work product is an 

immunity that protects documents if they are 

“prepared or obtained because of the prospect of 

li ga on,” regardless of “whether li ga on was a pri-

mary or secondary mo ve” in their crea on. And this 

is true even if the documents are created prior to ac-

quisi on of the asserted patents because one consid-

era on for acquisi on could be possible li ga on 

strategy. 

 

Applying these standards, the Discovery Master found 

several of Limestone’s documents qualified for work 

product protec on because “the business and legal 

elements of counsel’s advice [in them were] inextrica-

bly intertwined.” The “business analysis was permeat-

ed by a concurrent legal purpose, namely evalua ng 

the legal strength and enforceability of the asserted 

patents.” The Discovery Master reasoned that Lime-

stone’s parent company intended to enforce the as-

serted patents and created the withheld documents 

concurrently with the prepara on of the complaint, 

which was filed soon a er the patents were acquired. 

 

The Discovery Master also held several of Limestone’s 

documents protected by the a orney-client privilege 

because “despite the fact that a business evalua on of 

the patents-in-suit and the Non-Acquired Patents may 

have been occurring simultaneously through parallel 
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1321, 1329 (2018), which held that the statutory me 

bar of § 315(b) applies even if the li ga on triggering 

the bar was voluntarily dismissed without prejudice. 

Thus, the Board authorized the par es to file briefs 

addressing the effect of Click-to-Call’s holding on the 

instant proceeding. 

 

The Board concluded that although the Click-to-Call 

decision directly addressed § 315(b), the Federal Cir-

cuit’s reasoning applied equally to § 315(a). The Board 

noted that § 315 governs the rela onship between IPRs 

and other ac ons; § 315(a) concerns ac ons by the 

pe oner triggering the bar and § 315(b) concerns 

ac ons by the patent owner triggering the me bar. 

According to the Board, similar to the Federal Circuit’s 

analysis of the language of § 315(b) in Click-to-Call, the 

language in § 315(a) is plain and unambiguous and con-

tains no excep ons or exemp ons for filing civil ac ons 

that are later dismissed. The Board, therefore, conclud-

ed that the difference in actors (i.e., pe oner for § 315

(a) versus patent owner for § 315(b)) does not jus fy 

imposing radically different outcomes for voluntary 

dismissal of civil ac ons. The Board reasoned that the 

pe oner’s filing of a civil ac on triggers the bar pursu-

ant to § 315(a)(1) regardless of whether the ac on is 

later dismissed. 

 

Next, the Board determined that Mylan’s invalidity 

counterclaim cons tuted the filing of a civil ac on chal-

lenging the validity of the ’698 Patent thereby trigger-

ing the me bar pursuant to § 315(a)(1). Although § 

315(a)(3) provides that a counterclaim challenging the 

validity of a claim of a patent does not cons tute a civil 

ac on challenging validity of the patent, the Board 

relied on the legisla ve history to conclude that this 

language did not include a counterclaim asser ng inva-

PTAB: Federal Circuit’s Click-to-Call Holding Ap-

plies to Statutory Bar Under 35 U.S.C. § 315(a)   

 

by Melissa R. Gibson, Ma hew George Hartman & 

Rubén H. Muñoz  

Federal Circuit, Patent Trial and Appeal Board, 35 

U.S.C. § 315(b), Inter Partes Review   

 

The Patent Trial and Appeal Board (the “Board”) vacat-

ed its ins tu on decision and terminated an inter 

partes review (IPR) filed by Mylan Pharmaceu cals, 

Inc. (“Mylan”) based on Mylan’s prior counterclaim 

seeking a declaratory judgment of invalidity in district 

court. The IPR had been joined by Dr. Reddy’s Labora-

tory Inc. (DRL), but because DRL was also me-barred 

pursuant to § 315(b), the Board terminated the pro-

ceeding. 

 

On August 24, 2017, Mylan filed an IPR against Pozen 

and Horizon Pharma USA, Inc. (the “Patent Owners”). 

In their preliminary response, Patent Owners contend-

ed that the pe on was barred pursuant to § 315(a) 

because the pe on was filed a er Mylan asserted a 

counterclaim for declaratory judgment of invalidity of 

U.S. Patent No. 9,200,698 (the “’698 Patent”) in a civil 

ac on where the ’698 Patent had not been asserted. 

Ini ally, the Board had found that Mylan was not 

barred because the counterclaim of invalidity directed 

to the ’698 Patent was voluntarily dismissed without 

prejudice. Shortly a er ins tu on, the Board ins tut-

ed DRL’s pe on and granted its mo on to join the 

Mylan IPR proceeding with the understanding that 

DRL’s pe on was me-barred pursuant to § 315(b)’s 

absent joinder. During the pendency of the proceed-

ing, however, the Federal Circuit issued its decision in 

Click-to-Call Technologies, LP v. Ingenio, Inc., 899 F.3d 
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lidity of a patent that was not asserted in the com-

plaint. Because it was undisputed that the complaint in 

the civil ac on did not assert that Mylan infringed the 

’698 Patent—and that Mylan introduced the ’698 Pa-

tent into the li ga on by challenging its validity 

through a counterclaim—the Board found that 

Mylan’s counterclaim did not qualify as a 

“counterclaim” under § 315(a)(3). Instead, the Board 

determined that it cons tuted a “civil ac on challeng-

ing the validity of a claim of the patent” pursuant to § 

315(a)(1). 

 

Finally, the Board concluded that the appropriate rem-

edy was to vacate its ins tu on decision and termi-

nate the proceeding. The Board found that the regula-

ons expressly grant the Board broad authority to 

dismiss a pe on where appropriate and to terminate 

a trial without rendering a final wri en decision. See 

37 C.F.R. §§ 42.71(a), 42.72, 42.5(a). In addi on, the 

Board vacated its decisions ins tu ng DRL’s pe on 

and gran ng DRL’s joinder mo on. The Board conclud-

ed that it lacked authority to join DRL to Mylan’s 

barred pe on, and absent joinder, DRL’s pe on was 

me-barred. Thus, the proceeding was terminated. 

Prac ce Tip:  

An accused infringer in a district court ac on that is 

considering filing a counterclaim seeking declaratory 

judgment of invalidity against an unasserted patent 

must also recognize the poten al IPR bar triggered 

under 35 U.S.C. 315(a). 

 

Mylan Pharms. Inc. v. Horizon Pharma USA, Inc., 

IPR2017-01995, Paper 71 (PTAB 2019).  
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MEMBERSHIP COMMITTEE 

This commi ee shall focus on expanding and diversifying 
the membership of OCIPLA, and shall work closely with 
other Commi ees and the Board of Directors to provide 
insights as to what IP prac oners in our IP community 
want from a legal organiza on and how OCIPLA can 
be er the local IP community.  

 

NEW LAWYERS COMMITTEE 

This commi ee shall focus on members in their first ten 
years of prac ce. The Commi ee shall provide educa-

onal and networking opportuni es to new lawyers at 
OCIPLA. In addi on, the Commi ee shall work closely 
with other Commi ees to provide new lawyers with 
opportuni es to become more involved in the associa-

on, including par cipa ng in planning for OCIPLA 
mee ngs, coordina ng networking events and other 
social ac vi es for OCIPLA, assis ng in research & 
wri ng projects, and developing educa onal materials.  

AMICUS COMMITTEE 

This commi ee shall: a) scru nize judicial decisions 
which involve significant issues of law or prac ce which 
affect intellectual property, (b) recommend to the Board 
of Directors that amicus curiae briefs be filed in appro-
priate cases, and (c) dra  OCIPLA amicus curiae briefs.  
 
 
PROFESSIONAL PROGRAMS COMMITTEE 
 
This commi ee shall iden fy and recommend curricula 
to the Board of Directors and assist in coordina ng edu-
ca onal programs to be conducted during regular 
monthly mee ngs or at other mes on topics which: (1) 
are of interest and benefit to the OCIPLA members; or 
(2) pertain to the professional ac vi es of OCIPLA mem-
bers and are of interest to others. The Commi ee will 
also assist the Board of Directors in obtaining speakers 
and otherwise preparing for the presenta on of ap-
proved educa onal programs. The Professional Pro-
grams Commi ee shall include a li ga on and prosecu-

on subcommi ees.  

 

CORPORATE PRACTICE COMMITTEE 

This commi ee shall develop and disseminate infor-
ma on that is par cularly useful to in-house a orneys, 
and promote efficient exchanges of best prac ces 
among in-house a orneys. Co-chairs: 

▪ MICHAEL KLINE, michaelkline@clevelandgolf.com 

▪ MARK KERTZ, mark.kertz@medtronic.com 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

OCIPLA seeks volun-

teers to serve on 
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COPYRIGHT  PRACTICE COMMITTEE 

This commi ee shall  consider all aspects of the prac ce 
of  copyright law before the Copyright Office of the Li-
brary of Congress, and to make recommenda ons to the 
Board of Directors regarding same. 

 

FORMER PRESIDENT’S COMMITTEE 

▪ EHAB SAMUEL, esamuel@manna .com 

▪ MATT LAPPELL, ma @lappellubell 

 

WOMEN IN IP COMMITTEE 

This commi ee shall  promote the role of women in IP 
law prac ce in and around Orange County.  Membership 
and par cipa on are open to men as well. 

All commi ees shall consist of members appointed by 
the Board of Directors for a two-year term.  

 

LAW STUDENT COMMITTEE 

This commi ee shall serve the law students in the local 
community, with par cular focus on communica ng 
their concerns to the Board of Directors and to welcome 
more law students to join the associa on as ac ve 
members. The Commi ee shall also work closely with 
other Commi ees to provide law students with oppor-
tuni es to become more involved in the associa on, 
including par cipa ng in planning for OCIPLA mee ngs, 
coordina ng networking events and other social ac vi-

es for OCIPLA, assis ng in research & wri ng projects, 
and developing educa onal materials.  

 

NEWSLETTER COMMITTEE 

This commi ee shall iden fy, recommend to the Board 
of Directors and prepare high quality, educa onal mate-
rial for the OCIPLA Newsle er.    Co-Chairs:  

▪ BROCK WILSON, bfwilson@akingump.com 

▪ CLARK GORDON, cgordon@akingump.com 

 

TRADEMARK PRACTICE COMMITTEE 

This commi ee shall  consider all aspects of the prac ce 
of trademark law before the United States Patent and 
Trademark Office, aid in the ins tu on of improvements 
in the administra on of the trademark laws by the 
USPTO; monitor proposed changes in the USPTO Rules 
of Prac ce  rela ng to  trademark law and, with the 
advice and consent of the Board of Directors, inform the 
USPTO  as to the posi on of the Associa on regarding 
such proposed changes; receive and coordinate views of 
members in connec on with any exis ng problems or 
sugges ons for improvements in the USPTO administra-

on, and with the advice and consent of the Board of 
Directors, forward these views to the USPTO, and make 
recommenda ons to the Board of Directors regarding 
these du es. 
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President Lauren Keller Katzenellenbogen 

Vice President Nate Camu  

Secretary Mark Kertz 

Treasurer Marin Cionca 

Third Year Director  Sarah Bro 

First Year Director  Vishwanath Mohan 

Immediate Past President Ma  Lapple 

(949) 721-6365 

(949) 275-7852 

(949) 680-1313 

(949) 334-3036  

(949) 757-6001  

(949) 829-2186 

(949) 756-4889  

lauren.katzenellenbogen@knobbe.com 

ncamu @gmail.com 

mark.kertz@medtronic.com 

marin@cioncaip.com 

sbro@mwe.com 
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