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District Court’s Pleading Standard 
Returns an Error Code in PS4 Battle  
 
In Bot M8 LLC v. Sony Corporation Of 
America, Appeal No. 20-2218, the Feder-
al Circuit held that the district court’s 
view that infringement allegations were 
not plausible because they tracked the 
claim language too closely presented an 
overly burdensome pleading standard. 
 
Bot M8 LLC (“Bot M8”) asserted a series 
of patents related to gaming machines 
against Sony Corporation of America, 
Sony Corporation, and Sony Interactive 
Entertainment LLC (“Sony”) and their 
PS4 gaming console. The asserted pa-
tents included U.S. Patent Nos. 
8,078,540 (“the ’540 patent”), 8,095,990 
(“the ’990 patent”), 7,664,988 (“the ’988 
patent”), and 8,112,670 (“the ’670 pa-
tent”).  At a case management confer-
ence, the district court suggested Bot 
M8 should file an amended complaint 
with specific factual allegations related 
to infringement.  Bot M8 agreed, and 
filed a first amendment com-
plaint.  Sony moved to dismiss the 
amended complaint for failing to state a 
claim, and the district court granted 
Sony’s motion because, in the court’s 
view, the allegations tracked the claim 
language too closely without sufficiently 
pleading factual support.  The court 
denied Bot M8’s motion for leave to 

submit a second amended complaint.  Bot 
M8 appealed.  
 
On appeal, the Federal Circuit affirmed-in-
part and reversed-in-part the district 
court’s dismissal of Bot M8’s amended 
complaint.  The Federal Circuit explained 
that a plaintiff cannot assert a plausible 
claim for infringement by reciting the 
claim elements and merely concluding 
that the accused product has those ele-
ments. Instead, there must be some factu-
al allegations that articulate why it is plau-
sible that the accused product infringes 
the patent claim.  Regarding the ’540 pa-
tent, the Federal Circuit agreed with the 
district court that Bot M8’s conflicting alle-
gations rendered infringement of certain 
claim limitations impossible, and thus did 
not state a claim for infringe-
ment.  Likewise, for the ’990 patent the 
Federal Circuit affirmed dismissal because 
Bot M8’s allegations merely recited claim 
elements without sufficient supporting 
factual allegations.  The Federal Circuit, 
however, disagreed that Bot M8’s allega-
tions for the ’988 and ’670 patents were so 
conclusory as to justify dismissal.  Instead, 
the Federal Circuit cautioned that Bot M8 
need not prove its case at the pleading 
stage.  While recognizing Bot M8’s plead-
ings closely tracked the claim language, 
the Federal Circuit held the pleadings 
were supported by sufficient plausible 
factual allegations to survive a motion to 
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out the proceedings, Qualcomm argued that 
the prior art did not disclose the increased 
bandwidth requirement.  Given that this was 
an undisputed feature of the claims already 
adopted by a separate agency, the Federal 
Circuit observed that it was difficult to imagine 
either party anticipating that this agreed-upon 
matter of claim construction was a moving 
target.  Thus, it was unreasonable for the PTAB 
to eliminate the agreed-upon feature without 
providing Qualcomm notice and an opportuni-
ty to be heard on the issue.   
 
 
Federal Circuit Holds That Art Teaches 
Away From Its Own Disclosure  
  
In Chemours Company Fc, LLC v. Daikin Indus-
tries, Ltd., Appeal No. 20-1289, the Federal Cir-
cuit held that a reference may teach away 
from modifying a particular embodiment to 
include features disclosed elsewhere in the 
same reference. 
 
Daikin requested inter partes review of two of 
Chemours’ patents directed to insulating com-
munication cables by pulling wires through 
melted polymers flowing at a flow rate. The 
PTAB found the challenged claims invalid as 
obvious, holding that it would have been obvi-
ous to modify an embodiment found in a prior 
art reference to use the claimed flow rate be-
cause the claimed flow rate was disclosed else-
where in the same reference.  
 
On appeal, the Federal Circuit reversed, finding 
that the prior art reference taught away from 
using the claimed flow rate in the relevant em-
bodiment. The Federal Circuit also held that 
the Board legally erred by requiring evidence 
of market share to prove commercial success 
of the patented invention. Instead, the Federal 
Circuit found that evidence of sales alone 
could be enough.   
 
Judge Dyk dissented in part, stating that the 
prior art did not sufficiently teach away from 
the claimed flow rate. 
 
 
Don’t Be Late - Interlocutory Appeals of Lia-
bility Issues Shouldn’t Wait for Resolution 
of Damages Issues 
 
In Mondis Technology Ltd. v. Lg Electronics 
Inc., Appeal No.  20-1812, the Federal Circuit 
held that Mondis Technology Ltd., Hitachi Max-
ell Ltd., and Maxell, Ltd. (collectively, “Mondis”) 
sued LG Electronics Inc. and LG Electronics 
U.S.A., Inc. (collectively, “LG”) for infringement 
of a patent covering a video display configured 
to receive video signals from an external 
source.  The jury found that the asserted 
claims were valid, LG’s televisions infringed, 

 dismiss.  The Federal Circuit also held the dis-
trict court did not err by suggesting that Bot 
M8 file an amended complaint during the case 
management conference when no motion to 
dismiss was pending, because a court can dis-
miss an inadequate complaint on its own initi-
ative.  The Federal Circuit also upheld the dis-
trict court’s denial of Bot M8’s motion for leave 
to file a second amended complaint because 
Bot M8’s reasons for delay—that anti-hacking 
statutes restrained its earlier reverse engi-
neering efforts—conflicted with Bot M8’s prior 
representation to the court that it had already 
“torn down” the accused product and was 
“happy to” include its reverse engineering re-
sults in its first amended complaint.  Because 
Bot M8 did not do so, the Federal Circuit 
agreed a second amended complaint would 
be untimely. 
 
 
The PTAB’s Sua Sponte Claim Construction 
Was Procedurally Improper  
 
In Qualcomm Incorporated v. Intel Corpora-
tion, Appeal No. 20-1589,  the Federal Circuit 
held that a party should be given notice and 
an opportunity to respond before the PTAB 
sua sponte departs from an uncontested 
claim construction by omitting an agreed-
upon claim feature whose presence in the 
prior art was a central dispute in the proceed-
ing.  
 
Intel initiated six inter partes reviews of a 
Qualcomm patent related to increasing band-
width and decreasing circuitry compo-
nents.  In each proceeding the undisputed 
claim construction required a signal to in-
crease user bandwidth.  Moreover, the Inter-
national Trade Commission had previously 
adopted such a construction of the same 
claim term in a parallel investigation. During 
oral argument before the PTAB, one judge 
asked two questions of Intel related to the 
necessity of the agreed-upon construction, 
but the panel failed to ask Qualcomm any 
questions about the bandwidth requirement. 
The next day the PTAB ordered additional 
briefing on the construction of a different 
claim term yet gave no hint of considering an 
alternate construction concerning increased 
bandwidth. The PTAB then issued final written 
decisions holding the challenged claims obvi-
ous.  In doing so, the PTAB adopted a con-
struction of the claims that omitted any re-
quirement that the claimed signal increase 
bandwidth.  
 
The Federal Circuit vacated and remanded, 
holding that the PTAB failed to give Qualcomm 
adequate notice and opportunity to respond 
to the PTAB’s sua sponte elimination of an 
agreed-upon feature of the claims. Through-
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Defendants had a regular and established place 
of business in the district by: (1) having an agen-
cy relationship with the Victoria’s Secret Stores’ 
employees in its retail locations in the district, 
and (2) ratifying Victoria’s Secret’ Stores’ loca-
tions as their own places of business.  Upon re-
view of the facts, the Court determined that the 
Non-Store Defendants did not have the right to 
direct or control the Victoria’s Secret Stores’ em-
ployees, and thus, an agency relationship was 
not established.  Further, the Court determined 
that Andra could not prove that the Non-Store 
Defendants had “actually engage[d] in business 
from [the retail locations],” and thus, the Court 
found that the Non-Store Defendants did not 
ratify the Victoria’s Secret Stores’ locations as 
their own.  
 
Accordingly, the Court did not find either of An-
dra’s arguments persuasive and affirmed the 
lower court’s ruling.  
 
  
Ineffective Skinny Label Leaves Generic Lia-
ble Despite Effort to Carve Out the Patented 
Indication 
  
In Glaxosmithkline LLC v. Teva Pharmaceuticals 
Usa, Inc., Appeal No. 18-1976, the Federal Circuit 
held that substantial evidence supported the 
jury verdict of induced infringement when testi-
mony indicated that a generic failed to carve out 
a potentially infringing use from a label and the 
generic’s advertisements provided further evi-
dence of an intent to encourage the patented 
use. 
  
GlaxoSmithKline (GSK) sued Teva for inducing 
patent infringement based on Teva’s sale of ge-
neric carvedilol.  GSK’s carvedilol product is ap-
proved, inter alia, for treating congestive heart 
failure (CHF) and left ventricle dysfunction 
(LVD).  The patent at issue related to the use of 
carvedilol to treat CHF and GSK represented to 
the FDA that this patent covered the treatment 
of CHF.  Teva’s label for generic carvedilol includ-
ed the LVD indication but it excluded the CHF 
indication by seeking a “skinny label” that carved 
the CHF indication from the label.  The jury re-
turned a verdict for GSK, finding that Teva’s skin-
ny label induced infringement of the patented 
treatment of CHF.  The district court, however, 
granted Teva’s JMOL motion of no inducement 
based on a lack of evidence that Teva actually 
caused physicians to directly infringe the patent-
ed use for treating CHF.  On appeal, the Federal 
Circuit reversed, finding that there was substan-
tial evidence to support the jury’s verdict on in-
fringement.  Teva filed a motion for en banc re-
view, which the original panel construed as a 
request for panel rehearing that it granted. 
  
On panel rehearing, the Federal Circuit again 
reinstated the jury’s verdict.  The Federal Circuit 

and LG’s infringement was willful.  The jury 
awarded Mondis $45 million in damages.  LG 
filed motions for judgment as a matter of law or 
a new trial on the issues of invalidity, non-
infringement, damages and willfulness.  In a 
first order, the trial court denied LG’s post-trial 
motions on invalidity, non-infringement and 
willfulness.  In a second order, issued seven 
months after the first order, the trial court 
granted LG’s motion for a new trial on damag-
es.  Two weeks after the date of the second 
order, LG filed an interlocutory appeal challeng-
ing, inter alia, the validity, infringement, and 
willfulness rulings. 
 
The Federal Circuit dismissed LG’s appeal for 
lack of jurisdiction because it was untime-
ly.  Under 28 U.S.C. § 1292(c)(2), the Federal 
Circuit has jurisdiction to hear interlocutory 
appeals on “judgment[s] . . . which would other-
wise be appealable to the [Federal Circuit] and 
[are] final except for an accounting.”  28 U.S.C. § 
2107(a) sets a 30 day time limit to file such ap-
peals.  The Federal Circuit held that under § 
1292(c)(2) a judgment is “final except for an ac-
counting” when “all liability issues have been 
resolved, and only a determination of damages 
remains.”  The first order resolved all liability 
issues.  The first order, not the second order, 
started the 30 day time limit for the ap-
peal.  Thus, LG’s appeal, filed approximately 
seven-and-a-half months after the first order, 
was untimely.  The Federal Circuit found this 
construction of § 1292(c)(2) was consistent with 
Supreme Court precedent and Fed. R. App. P. 4
(a)(4).  
 
 
It’s No Secret That a Related Company’s 
Physical Presence in a Jurisdiction May Not 
Be Enough For Proper Venue 
 
In Andra Group, LP v. Victoria’s Secret Stores, 
LLC, Appeal No. 20-2009, The Federal Circuit held 
that an entity’s physical presence in a jurisdic-
tion does not automatically confer jurisdiction 
over related corporate entities. 
 
Andra Group, LP (“Andra”) sued Victoria’s Secret 
Stores, L.L.C., Victoria’s Secret Stores Brand 
Management, Inc., Victoria’s Secret Direct Brand 
Management, LLC, and L Brands, Inc. 
(collectively, “Victoria’s Secret”) for patent in-
fringement in the District Court for the Eastern 
District of Texas. The Eastern District of Texas 
granted Victoria’s Secret Stores Brand Manage-
ment, Inc., Victoria’s Secret Direct Brand Man-
agement, LLC, and L Brands, Inc. (collectively, 
the “Non-Store Defendants”) motion to dismiss 
for improper venue on the grounds that they 
lacked a regular and established place of busi-
ness in the district.  Andra appealed.  
 
On appeal, Andra argued that the Non-Store 
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seismometer’s housing as a key feature, but 
did not mention anything about the geophone 
being gimbaled or non-gimbaled.  Lastly, the 
Federal Circuit explained that each time the 
word “fixed” came up in the prosecution histo-
ry, both the applicant and the examiner under-
stood it as meaning “mounted or fas-
tened.”  Thus, the Federal Circuit held that the 
ordinary meaning of “fixed” applied, i.e., at-
tached or fastened, and this ordinary meaning 
did not exclude gimbaled geophones.  Accord-
ingly, the Federal Circuit vacated and remand-
ed for the Board to consider anticipation and 
obviousness under the correct construction. 
 
 
One Abstract Idea + Another Abstract Idea = 
An Abstract Idea 
 
In Re PersonalWeb Technologies LLC, Appeal 
No. 20-1543, the Federal Circuit held that a 
patent directed to a medley of mental process-
es with no inventive concept is patent ineligible 
under 35 U.S.C. § 101. 
 
PersonalWeb sued EMC, VMware, Facebook, 
Google, and YouTube for patent infringement 
of three patents.  The patents are directed to 
data-processing systems that assign unique 
names to data items based on the data’s con-
tent, referred to as content-based identifi-
ers.  The defendants moved for judgment on 
the pleadings that the patents were patent 
ineligible under 35 U.S.C. § 101.  The district 
court found that the patents were directed to a 
three-step process of 1) receiving a content-
based identifier, 2) comparing that content-
based identifier against something else such 
as another content-based identifier or a re-
quest for data, and 3) providing access to, 
denying access to, or deleting data. The district 
court found that the claims were patent ineligi-
ble under 35 U.S.C. § 101 after applying the 
two-step framework in Alice. 
 
The Federal Circuit affirmed. The Federal Cir-
cuit held that each step of the claimed three-
step process was an abstract idea of a mental 
process.  Although step one in Alice looks at 
the claims as a whole, the Federal Circuit held 
that adding one abstract idea to another ab-
stract idea merely amounts to yet another ab-
stract idea.  Proceeding with step two in Alice, 
the Federal Circuit held that any improvements 
purported by PersonalWeb that could trans-
form the claim into a patent-eligible applica-
tion were merely restatements of the abstract 
ideas of the claims themselves.  As such, the 
claims failed step two by lacking an inventive 
concept that was significantly more than the 
abstract idea itself.  The Federal Circuit agreed 
with the district dourt that there was nothing 
inventive about any claim details, individually 
or in combination, that was not itself abstract. 

 held that substantial evidence supported the 
jury’s factual finding that Teva’s attempt to 
carve-out the patented use with a skinny label 
was ineffective.  In particular, the court found 
that the jury was entitled to credit expert testi-
mony explaining that the LVD indication along 
with additional sections of Teva’s label dis-
closed each of the claim limitations, and that 
Teva’s label, marketing materials, and press 
releases constituted substantial evidence 
from which the jury could reasonably infer an 
intent to encourage infringement.  The Feder-
al Circuit further noted that GSK’s representa-
tions to the FDA concerning the scope of the 
patent were not fully dispositive of infringe-
ment.  However, the court indicated that is-
sues of fact remained regarding Teva’s con-
tention that these representations were at 
odds with GSK’s infringement allegations and 
remanded to the district court to consider 
Teva’s arguments concerning equitable estop-
pel.   
  
Judge Prost dissented, arguing that the majori-
ty weakened the intentional-encouragement 
requirement of induced infringement, eviscer-
ated the requirement to prove causation for 
inducement, and has created confusion as to 
the “skinny label” practice for generic drugs.  
   
 
Clear Intrinsic Evidence Forecloses Extrin-
sic Evidence of Special Meaning 
  
In Seabed Geosolutions (US) Inc. v. Magseis Ff 
LLC, Appeal No. 20-1237, the Federal Circuit 
held that where a claim term’s meaning is 
clear from the intrinsic evidence, no extrinsic 
evidence of special meaning is considered. 
  
Seabed filed a petition for inter partes review 
challenging certain claims of Magseis’ patent 
related to seismometers. The Board issued a 
final written decision finding that Seabed 
failed to prove that the challenged claims 
were anticipated or obvious.  The Board based 
its decision on its construction of “geophone 
internally fixed within [the] housing” as requir-
ing a “non-gimbaled geophone.”  Seabed ap-
pealed. 
  
On appeal, Seabed argued that the Board 
erred in its construction of the geophone limi-
tation by relying on extrinsic evidence of a 
special meaning of “fixed” in the relevant 
art.  The Federal Circuit agreed, stating that 
clear intrinsic evidence precluded considera-
tion of extrinsic evidence.  The Federal Circuit 
first looked to the claim language, noting that 
the language surrounding the term “fixed” 
supported a plain and ordinary meaning of 
“mounted or fastened.”  The Federal Circuit 
then looked at the specification, which de-
scribed mounting the geophone inside the 
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CommScope filed suit against Dali alleging in-
fringement of five of CommScope’s patents. Dali 
counterclaimed, alleging CommScope infringed 
two of Dali’s patents.  The jury rendered verdicts 
of infringement, no invalidity, and damages for 
both parties.  CommScope and Dali each ap-
pealed following the district court’s denial of 
their respective motions for judgment as a mat-
ter of law, a new trial, and attorney’s fees.  
 
Dali’s ‘521 patent at issue described a system 
and method for digital predistortion of signals. 
Specifically, the patent described an operating 
mode requiring: “switching a controller off to dis-
connect signal representative of the output of 
the power amplifier.” The district court con-
strued this term to mean “[s]witching a control-
ler to a nonoperating state to disconnect signal 
representative of the output of the power ampli-
fier.” 
 
First, the Federal Circuit rejected Dali’s challenge 
to the district court’s claim construction, noting 
that an argument made only in a footnote is 
forfeited.  Even if the argument had been 
properly raised, it was insufficiently devel-
oped.  Seeing no meaningful challenge from Da-
li, the Federal Circuit adopted the district court’s 
construction. 
 
Second, the Federal Circuit turned to nonin-
fringement, finding that Dali cited no evidence 
showing that the switch, the controller, or a com-
bination of the two are put into a “nonoperating 
state” in the accused product.  Moreover, 
CommScope argued that Dali did not dispute 
testimony from CommScope’s expert that both 
the switch and controller are continuously oper-
ating; instead, it merely explained why that oper-
ation infringed.  The Federal Circuit rejected Da-
li’s argument that this distinction was “splitting 
hairs.” 
 
Third, the Federal Circuit determined that Dali’s 
infringement argument could not stand in light 
of its arguments of no anticipation.  Dali distin-
guished the prior art by arguing that the patent 
required “a controller that controls a switch and 
places itself and the switch in a non-operating state 
in order to disconnect the output from the train-
ing circuit.”  However, in its argument that 
CommScope’s technology infringed the patent, 
Dali argued that “CommScope’s premise that the 
controller itself must be turned off is . . . literal 
nonsense.”  The Federal Circuit found the case 
fell squarely within the principle that “a patent 
may not, like a nose of wax, be twisted one way 
to avoid anticipation and another to find in-
fringement.”  Accordingly, the Federal Circuit 
reversed the denial of CommScope’s motion for 
JMOL of noninfringement and affirmed the deni-
al of CommScope’s motion for JMOL of invalidity.  
 
 

The Obviousness of Preamble Limitations 
Can be a Real Headache for Patent Challeng-
ers 
 
In Eli Lilly And Company v. Teva Pharmaceuticals, 
Appeal No. 20-1876, the Federal Circuit held 
that in claims for methods of using apparatuses 
or compositions, statements of intended pur-
pose in a preamble tend to be limiting.  
 
Lilly filed petitions for IPR against three Teva 
patents directed to methods for alleviating mi-
graines. The Board concluded that Lilly had 
failed to show that the challenged claims would 
have been obvious over the asserted refer-
ences.  While the Board found that Lilly had 
shown that the prior art disclosed every ele-
ment of the challenged claims, and a motivation 
to combine the prior art, Lilly had not shown 
that a skilled artisan would have had a reasona-
ble expectation of success in combining the 
references. Lilly appealed. 
 
On appeal, Lilly argued that the Board incor-
rectly found that Teva’s preambles were limiting 
because a preamble that contains only a state-
ment of purpose cannot as a matter of law be a 
claim limitation. The Federal Circuit disagreed, 
and explained that unlike apparatus and com-
position claims, claims to methods of using ap-
paratuses or compositions are not directed to 
what the method “is,” but typically rely entirely 
on what the method “does.” And what a meth-
od does is usually recited in its preamble. Thus, 
statements of intended purpose in methods of 
using apparatuses or compositions tends to 
result in a conclusion that such preamble lan-
guage is limiting. 
 
Lilly also argued that the Board had imposed a 
heightened standard – one that required effica-
cy data - in its analysis of whether the prior art 
references would have given a skilled artisan a 
reasonable expectation of success. The Federal 
Circuit disagreed that the Board imposed such 
a standard. The Federal Circuit also made clear 
that a showing of a reasonable expectation of 
success need not rely on clinical data, nor must 
it include a demonstration of certainty that the 
treatment would be successful in every in-
stance.  
 
 
Twisting a Nose of Wax While Splitting Hairs  
 
In Commscope Technologies LLC v. Dali Wire-
less Inc., Appeal No. 20-1817, the Federal Circuit 
held that when a party distinguishes technology 
in the prior art to preserve validity, that same 
technology may not simultaneously be grounds 
for infringement when in an accused product. 
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ed.  Valve had asked the Board to authenticate 
the reference by comparing it to different cop-
ies of the article in the prosecution histories of 
the challenged patents, but the Board had de-
clined. 
 
On appeal, the Federal Circuit reversed the 
Board’s determination that the article had not 
been properly authenticated.  The Federal Cir-
cuit held that there was no requirement to 
provide testimony that the article asserted in 
the IPRs was identical to the copies in the pros-
ecution histories.  It explained that Federal 
Rule of Evidence 901(b)(3) permits the trier of 
fact—here, the Board—to compare an exhibit 
to an authenticated specimen.  After noting 
that such comparison is done routinely and 
would not have been burdensome for the 
Board, the Federal Circuit held that the Board 
had an obligation to make that compari-
son.  The Federal Circuit then found that the 
copy of the article asserted in the IPRs was 
substantively the same as the copies in the 
prosecution histories of the challenged patents 
and therefore authenticated.  
 
The Federal Circuit vacated the Board’s finding 
of unpatentability of the relevant claims and 
remanded the case for the Board to consider 
Valve’s obviousness arguments relying on the 
article. 
 
 
“All the Expenses” Does Not Mean All: PTO 
Denied Its Expert Witness Fees 
 
In Hyatt v. Hirshfeld, Appeal No. 20-2321, the 
Federal Circuit held that the phrase “all the 
expenses of the proceedings” in 35 U.S.C. § 
145 does not invoke expert-witness fees with 
the clarity required to overcome the American 
Rule’s presumption against fee-shifting. 
 
Gilbert Hyatt sued the PTO in district court 
pursuant to 35 U.S.C. § 145, seeking issuance 
of several patents.  At the end of the proceed-
ings, the PTO sought expert-witness fees un-
der § 145’s “[a]ll of the expenses of the pro-
ceedings” provision.  The district court denied 
the PTO’s request and the PTO appealed.  The 
Federal Circuit affirmed the district court’s de-
nial of expert fees, explaining that the Ameri-
can Rule’s presumption requires litigants to 
pay their own fees unless a statute or contract 
provides otherwise. To overcome this pre-
sumption a statute must provide a sufficiently 
“specific and explicit” indication of its intent to 
overcome the presumption against fee-
shifting.  The Federal Circuit held that § 145’s 
“all the expenses” language did not specifically 
and explicitly invoke expert-witness fees, and 
therefore did not meet the high standard 
needed to overcome the American Rule’s pre-
sumption.  The Federal Circuit was unpersuad-

 Presumption of Nexus Between Claims and 
Commercial Products May Not Apply When 
Unclaimed Features Are Critical 
  
In Teva Pharmaceuticals v. Eli Lilly And Compa-
ny, Appeal No. 20-1747, the Federal Circuit held 
that the presumption of nexus analysis re-
quires the fact finder to consider the un-
claimed features of the stated products to 
determine their level of significance and their 
impact on the correspondence between the 
claim and the products. 
 
Eli Lilly challenged three patents directed to 
humanized antagonist antibodies in IPRs. The 
PTAB held that the challenged claims in all 
three patents were unpatentable as obvious 
over various cited references.   
  
The Federal Circuit affirmed the PTAB’s deci-
sion after finding substantial evidence sup-
ported the PTAB’s finding of a motivation to 
combine the teachings of the references, and 
that potential safety and efficacy concerns 
would not have dissuaded a skilled artisan 
from making the claimed antibodies to study 
their therapeutic potential. 
 
The Federal Circuit also affirmed the PTAB’s 
finding of no presumption of nexus between 
the challenged claims and the commercial 
products even though the PTAB articulated an 
incorrect standard. The Federal Circuit noted 
that the nexus-presumption analysis requires 
the fact finder to consider the unclaimed fea-
tures of the stated products to determine 
their level of significance and their impact on 
the correspondence between the claim and 
the products.  In this case, the PTAB correctly 
found that a nexus was not presumed be-
cause the unclaimed features were critical to 
the functionality of the commercial products.  
 
 
Authentication of Prior Art in an IPR Does 
Not Require Testimony  
 
In Valve Corporation v. Ironburg Inventions 
Ltd.,Appeal No. 20-1315, the Federal Circuit 
held that for purposes of authenticating a pri-
or art reference in IPR proceedings, the Board 
had an obligation to compare the reference to 
nearly identical copies in the prosecution his-
tories of the challenged patents. 
 
Valve Corporation petitioned for inter partes 
review of two of Ironburg Inventions’ pa-
tents.  The Patent Trial and Appeal Board insti-
tuted review but held certain claims in both 
patents not unpatentable.  The Board did not 
consider Valve’s arguments for the obvious-
ness of these claims because it held that a 
copy of an article Valve relied upon as a prior 
art reference had not been authenticat-
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utilize a similar authentication scheme.  
 
USR’s second patent had similar deficiencies. 
The court found that the invention was directed 
to the abstract idea of collecting and examining 
data to authenticate the user’s identity, and that 
the claims were a collection of “conventional 
actions in a generic way.” The court determined 
that there was no inventive concept sufficient to 
satisfy Alice step 2, since the patent merely sug-
gested the combination of known security tech-
niques that did not achieve more than the ex-
pected sum of the security provided by each 
technique.  The specification similarly cited 
known security techniques such as commercially 
available authentication cards and bar codes 
found on checks.  
 
Likewise, USR’s third and fourth patents were 
found to be directed to the abstract idea of 
“multi-factor authentication of a user’s identity 
using two devices to enable a transaction.”  For 
both patents, the court reasoned that the claims 
“lacked specificity” in providing a technical solu-
tion to existing authentication or security appli-
cations.  For one of the patents, the court rea-
soned that “no description of a specific technical 
solution by which the biometric information is 
generated, or by which the authentication infor-
mation is transmitted,” was sufficient to render 
the claims abstract under Alice.  While for the 
other patent, the claims were likewise abstract 
for failing to disclose specific technical improve-
ments, and that “the claimed invention merely 
combines conventional authentication tech-
niques… to achieve an expected cumulative 
higher degree of authentication integrity.” 
 
 
A Preamble That Saves May Be a Preamble 
That Limits 
 
In Data Engine Technologies LLC v. Google LLC, Ap-
peal No. 21-1050, the Federal Circuit held that a 
patentee that relies on language in the preamble 
to successfully argue that its claims are directed 
to patent-eligible subject matter cannot later 
assert that this language in the preamble has no 
limiting effect for the purposes of determining 
infringement.    
 
Data Engine Technologies (DET) sued Google in 
the District Court of Delaware for infringement 
of a patent owned by DET. The patent at issue 
described the use of tabbed navigation of pages 
in three-dimensional spreadsheets. Google as-
serted that the claims were invalid under 35 
U.S.C. § 101.  The district court agreed and found 
that the claims were directed to the abstract 
idea of using notebook-style tabs to label and 
navigate spreadsheets.  DET appealed to the 
Federal Circuit, relying on the preamble of the 
claims to argue that the innovation of the patent 
was in providing a user-friendly navigation spe-

ed by the PTO’s arguments that district courts 
routinely awarded expert witness fees under § 
145, and that other statutes using the term 
“expenses” were interpreted to include expert 
witness fees.  The Federal Circuit also rejected 
the PTO’s argument that denying expert-
witness fees could increase the cost of patent 
applications, explaining that the patent system’s 
general approach of assigning applicants their 
own costs did not overcome the American 
Rule’s presumption.  Instead, the Federal Circuit 
held the Supreme Court’s logic in Peter v. 
NantKwest, which specifically addressed fee-
shifting under § 145, also applied to expert-
witness fees.  Thus, the PTO was not entitled to 
reimbursement of its expert witness fees. 
 
 
Lack of Specificity in the Specification Cre-
ates Patent Eligibility Issues 
 
In Universal Secure Registry LLC v. Apple Inc., 
Appeal No. 20-2044, the Federal Circuit held 
that a patentee’s reference to existing known 
methods and techniques in a specification, 
without providing technical details or unex-
pected results, may present patentable subject 
matter vulnerabilities during litigation.  
 
Universal Secure Registry LLC (“USR”) filed suit 
against Apple and Visa alleging infringement of 
all claims of 4 USR patents. In response, Apple 
and Visa alleged that the claims should be dis-
missed based on Section 101.  USR’s 4 patents 
were directed to securing electronic payment 
transactions.  The district court found that all of 
them claimed patent-ineligible subject mat-
ter.  USR appealed to the Federal Circuit.  In 
making the Alice 2-step inquiry for each patent, 
the Federal Circuit concluded that each one 
failed both steps.  
 
In its analysis, the Federal Circuit cited a line of 
cases involving authentication technology and 
noted, regarding user authentication, that 
“patent eligibility often turns on whether the 
claims provide sufficient specificity to constitute 
an improvement to computer functionality it-
self.” The court stated that generic combina-
tions of known techniques with expected addi-
tive increases in functionality were generally 
insufficient to overcome Alice-based argu-
ments. 
 
According to the court, USR’s first patent had 
claims “directed to a method for enabling a 
transaction between a user and a merchant,” 
and thus failed Alice step 1.  As for step 2, the 
court found that the specification acknowl-
edged that the key step of generating time-
varying codes for authentication is 
“conventional and long-standing” – with the 
patent citing use of commercially available au-
thentication cards from security vendors that 
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from Ariad, the Federal Circuit emphasized 
that genus claims using functional language 
concerning binding “must demonstrate that 
the applicant has made a generic invention 
that achieves the claimed result and do so by 
showing that the applicant has invented spe-
cies sufficient to support a claim to the func-
tionally-defined genus.”  Walking through the 
evidence, the Federal Circuit explained that 
even accepting that there were known candi-
dates for both targets and binding elements, 
the specification lacked a disclosure that would 
distinguish the binding elements that would 
actually bind to a selected target from those 
that were incapable of binding.  The Federal 
Circuit also noted that the common structure 
between the two examples and other candi-
dates that Juno argued was insufficient here 
when a change to the amino acid sequence 
within the same general common structure 
would change the binding target and the speci-
fication failed to provide distinguishing charac-
teristics for such structures.  Thus, substantial 
evidence did not support the jury verdict, and 
the claims were invalid for want of written de-
scription. 

 
Forget About Seeking A Reasonably Royal-
ty—Federal Circuit Affirms Order Excluding 
Damages Theory For Flash Memory Patent  
 
In MLC Intellectual Property, LLC v. Micron Tech-
nology, Inc., Appeal No. 20-1413, the Federal 
Circuit held that when relying upon lump sum 
payments in a prior license agreement to sup-
port a reasonable-royalty rate, explanation as 
to how the royalty rate is derived from the 
lump sum payment is needed, the theory and 
underlying facts/documents should be dis-
closed before expert discovery, and apportion-
ment between patented and non-patented 
features must be considered absent reliance 
on a comparable license. 
  
MLC sued Micron for infringement of a patent 
directed to flash memory storage.  Micron 
moved to (1) preclude MLC’s damages expert 
from characterizing prior license agreements 
as reflecting a specific royalty rate; (2) strike 
the damages expert’s report for the untimely 
disclosure of a reasonable-royalty opinion; and 
(3) exclude the damages expert’s reasonable-
royalty opinion for failing to apportion the val-
ue of non-patented features.  The district court 
granted each of Micron’s requests and certified 
the orders for interlocutory appeal. 
 
The Federal Circuit affirmed, holding that the 
district court did not abuse its discretion in 
limiting MLC’s evidence of damages.  With re-
spect to the expert’s opinion that prior license 
agreements reflected a specific royalty rate, 

 cifically in the context of three-dimensional 
spreadsheet applications.  The Federal Circuit 
agreed with DET and remanded for further 
proceedings.  
 
After remand, Google sought to reopen claim 
construction and asked the district court to 
construe the preamble of the claims as limit-
ing.  The district court agreed and found that 
Google did not infringe DET’s patent because 
Google’s allegedly infringing spreadsheet ap-
plication did not provide three-dimensional 
spreadsheets.  DET appealed to the Federal 
Circuit, which affirmed, stating “where … a 
patentee relies on language found in the pre-
amble to successfully argue that its claims are 
directed to eligible subject matter, it cannot 
later assert that the preamble term has no 
patentable weight for purposes of showing 
infringement.” 
 

Billion Dollar Verdict Erased by Inadequate 
Description of Functional Claims 

In Juno Therapeutics, Inc. v. Kite Pharma, Inc., 
Appeal No. 20-1758, the Federal Circuit held 
that knowledge of a common general struc-
ture and the disclosure of two representative 
species is insufficient to support the written 
description of a functionally claimed genus 
when the claimed function results from spe-
cific structures and the specification does not 
provide distinguishing characteristics for 
structures that achieve the claimed function 
and those that do not. 

Juno sued Kite for patent infringement of 
claims to a genus of chimeric T cell receptors 
having a functionally defined binding element 
and broadly defined binding targets.  As part 
of its defense, Kite argued that the asserted 
claims were invalid for lack of written descrip-
tion because they covered “millions of billions” 
of possible candidates, only a fraction of 
which would satisfy the functional claim lan-
guage, and the two embodiments disclosed in 
the specification were not representative. Ju-
no, in turn, argued that potential candidates 
were well-known and possessed common 
structural features such that the two working 
examples were representative.  Returning a 
verdict worth over $1.2 billion in damages, the 
jury found that Kite failed to prove that the 
asserted claims were invalid for lack of written 
description.  Kite moved for judgment as a 
matter of law of inadequate written descrip-
tion, which the district court denied.   

On appeal, the Federal Circuit reversed, hold-
ing that no reasonable jury could have found 
that the patent satisfied the written descrip-
tion requirement.  Reiterating the standard 
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Arguments to the Patent Office That Contra-
dict Information Submitted to the FDA Sup-
port an Inference of Deceptive Intent 
 
In Belcher Pharmaceuticals v. Hospira, Inc., Ap-
peal No. 20-1799, the Federal Circuit held that a 
patentee committed inequitable conduct by ad-
vancing an argument during patent prosecution 
that contradicted the patentee’s prior arguments 
and evidence submitted to the FDA.  
 
Belcher Pharmaceuticals, through its Chief Sci-
ence Officer, Mr. Rubin, sought and received 
approval from the FDA for a drug formulation of 
l-epinephrine.  To obtain this approval, Belcher 
relied on prior literature that described the well-
known effects of a 2.8 to 3.3 pH range on the 
racemization of l�epinephrine. 
 
Mr. Rubin later helped prosecute a patent appli-
cation for Belcher’s drug formulation.  To distin-
guish prior art that described a similar formula-
tion with a pH range of 2.2 to 5.0, Belcher ar-
gued that a range of 2.8 to 3.3 was 
“unexpectedly found to be critical” by the inven-
tor for reducing racemization.  Accepting this 
argument, the USPTO issued a patent to Belcher. 
 
Belcher asserted its patent against Hospira in an 
infringement suit under the Hatch-Waxman 
Act.  Hospira argued that the patent was unen-
forceable due to inequitable conduct.  The dis-
trict court agreed, finding that Mr. Rubin had 
failed to disclose prior art references that were 
but-for material to patentability because they 
disclosed the allegedly unexpected pH 
range.  The court also found that Mr. Rubin was 
aware of these references, and their disclosure 
of the claimed pH range, due to his work on the 
FDA approval of Belcher’s drug formula-
tion.  Thus, Belcher’s patent was unenforcea-
ble.  Belcher appealed. 
 
Belcher argued on appeal that Rubin believed 
the references he withheld from the Patent 
Office were irrelevant because they failed to dis-
close certain features other than the claimed pH 
range.  The Federal Circuit found no clear error 
in the district court’s finding that this excuse was 
implausible and not credible in view of the rec-
ord evidence.  The Federal Circuit thus affirmed 
the district court’s judgment of unenforceability.  
 
 
A General Warning Against Infringement Is 
Not Actual Notice of Infringement 
 
In Lubby Holdings LLC v. Chung, Appeal No. 19-
2286, the Federal Circuit held that specific charg-
es of infringement by a specific accused product 
are required to provide actual notice under 35 
U.S.C. § 287 and thereby support an award of 
pre-suit damages.  
 

the Federal Circuit observed that each license 
agreement was for a lump-sum payment, nei-
ther explicitly contained the royalty rate that 
the expert claimed was “understood” from the 
agreements, and the proposed royalty rate was 
not derived from the lump-sum pay-
ments.  Concerning the district court’s decision 
to strike the expert’s opinion as to a reasonable 
royalty as untimely, the Federal Circuit ob-
served that MLC failed to identify the factual 
basis of its reasonably-royalty theory during 
fact discovery and rejected MLC’s argument 
that it was not obligated to do so in response to 
contention interrogatories or questioning dur-
ing deposition.  Last, the Federal Circuit 
affirmed the district court’s exclusion of the 
reasonable-royalty theory for failure to appor-
tion.  The court observed that the accused tech-
nology did not make up the whole of the ac-
cused product and the expert’s royalty theory 
did not rely upon an exception to the need to 
apportion, such as when a comparable license 
is relied upon. 
 
 
Federal Circuit Finds No Constitutional De-
fect in Appointment of TTAB Judges   
 
In Piano Factory Group, Inc. v. Schiedmayer 
Celesta GmbH, Appeal No. 20-1196, the Federal 
Circuit held that the appointments of TTAB 
judges do not share the constitutional defect 
that the Supreme Court remedied for PTAB 
judges in Arthrex. 
 
Schiedmayer Celesta filed a petition with the 
Trademark Trial and Appeal Board (TTAB) seek-
ing to cancel a registration for the 
“Schiedmayer” mark owned by Sweet 16 Musi-
cal Properties, Inc.  The Board cancelled the 
registration and Sweet 16 appealed. 
 
At the Federal Circuit, Sweet 16 argued that the 
administrative trademark judges (“ATJs”) who 
sat on the TTAB panel were appointed in viola-
tion of Article II of the Constitution, and that the 
TTAB’s decision therefore must be vacated.  The 
Federal Circuit disagreed, finding that the Direc-
tor of the Patent and Trademark Office held 
authority to modify TTAB decisions unilateral-
ly.  Because the Director held this unilateral 
authority, the ATJs were “inferior officers” under 
the Constitution and were properly appoint-
ment by the Secretary of Commerce.  The Fed-
eral Circuit distinguished United States v. Ar-
threx, Inc., 141 S. Ct. 1970 (2021), where the 
Supreme Court held that administrative patent 
judges had not been constitutionally appointed 
to the Patent Trial and Appeal Board because 
the Director lacked sufficient authority to re-
view their decisions. 
 
On the merits, the Federal Circuit affirmed the 
cancellation of Sweet 16’s registration.  
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unwilling to testify, the convenience of witness-
es is entitled to little weight given the parties’ 
control over their witnesses, both parties had 
business in W.D. Tex., Juniper failed to show 
the accused product development occurred 
entirely in the N.D. Cal., and the W.D. Tex. 
would reach trial more quickly than the N.D. 
Cal. 
 
The Federal Circuit vacated Judge Albright’s 
Order, finding an abuse of discretion, and di-
rected transfer to N.D. Cal. under 28 U.S.C. § 
1404(a). The Federal Circuit reaffirmed that the 
convenience of witnesses, whether party wit-
nesses or not, is “probably the single most im-
portant factor” in the analysis, and in this case 
11 witnesses were in N.D. Cal. while only one 
was in W.D. Tex. The Court also held Juniper’s 
general presence in W.D. Tex. was not enough 
to establish a local interest when the majority 
of the relevant evidence was in N.D. Cal., the 
fact that some evidence might be in neither 
forum does not weigh against transfer, and 
Brazos’s presence in W.D. Tex. appeared re-
cent, “relatively insubstantial,” and looked like 
forum shopping. Finally, the Court held that 
court congestion, not aggressive scheduling, 
was a relevant, though speculative, considera-
tion, but W.D. Tex. and N.D. Cal. showed no 
significant differences in time-to-trial statistics, 
and as a patent assertion entity Brazos did not 
have a threatened market position requiring 
quick resolution. 
 
 
Willful Infringement Does Not Require 
“Wanton, Malicious, and Bad-Faith” Behav-
ior 
 
In Sri International, Inc. v. Cisco Systems, Inc., 
Appeal No. 20-1685, the Federal Circuit held 
that applying the proper test for willful in-
fringement, the Federal Circuit reinstated a 
jury’s willfulness verdict and affirmed the dis-
trict court’s damages enhancement and attor-
ney-fee award. 
 
SRI International, Inc. (“SRI”) sued Cisco Sys-
tems, Inc. (“Cisco”) for patent infringement. A 
jury found Cisco willfully infringed SRI’s patents 
and awarded damages. After trial, the district 
court upheld the jury’s finding of willfulness, 
doubled the jury’s damages award, and award-
ed SRI its attorney fees based in part on the 
finding of willfulness. In a first appeal, the Fed-
eral Circuit reversed the jury’s finding of willful 
infringement before May 8, 2012, and there-
fore vacated the district court’s decisions re-
garding willfulness and attorney fees. 
 
On remand, the district court considered 
whether substantial evidence supported a 
finding of willful infringement after May 8, 
2012. It applied a willfulness standard requir-

 Patent owner Lubby Holdings LLC and its li-
censee Vaporous Technologies, Inc. 
(collectively, “Lubby”) sued Henry Chung for 
infringement.  After a jury awarded damages, 
Chung moved for judgment as a matter of law, 
arguing that Lubby was not entitled to damag-
es for any infringement prior to the lawsuit 
because it failed to show marking of its own 
patented products or actual notice to Chung 
of his infringement, as 35 U.S.C. § 287 re-
quires.  The district court denied the motion 
and Chung appealed. 
 
The Federal Circuit held that Lubby had not 
carried its burden to show marking or actual 
notice under § 287.  Although the evidence at 
trial showed that Chung was aware of the pa-
tent’s issuance, and received a general warn-
ing not to infringe, Lubby provided no evi-
dence that it communicated specific charges 
of infringement by a specific accused product 
prior to the lawsuit.  Thus, the Federal Circuit 
held that Lubby was not entitled to pre-suit 
damages and remanded for a new trial to de-
termine the number of infringing products 
sold after the lawsuit was filed.  
 
 
The Location of Witnesses and Relevant 
Evidence Still Reigns Supreme in Venue 
Decisions 
 
In In Re: Juniper Networks, Inc., Appeal No. 21-
160, the Federal Circuit held that a party’s gen-
eral presence in a forum is an insufficient rea-
son to deny transfer when the majority of wit-
nesses and relevant evidence are in the de-
sired venue. 
 
WSOU Investments LLC (“Brazos”) sued Juni-
per in W.D. Tex. for patent infringement. Juni-
per moved to transfer venue to N.D. Cal. un-
der 28 U.S.C. § 1404(a) based on the fact that 
its headquarters and relevant operations are 
in Sunnyvale, CA and its argument that Brazos 
conducted little to no business in W.D. Tex. 
Specifically, Juniper argued that Brazos de-
scribed itself as a “patent assertion entity,” 
had only recently opened an office in W.D. 
Tex., had only one of its officers in Texas, had 
two of its officers, its CEO, and its president in 
California, and that the agreement assigning 
to Brazos much of its patent portfolio listed a 
California address for Brazos. Brazos coun-
tered that it had two employees in the W.D. 
Tex. office and Juniper had a small office in 
W.D. Tex. as well. However, Juniper represent-
ed that its Texas office had no involvement 
with the accused products and that office was 
closed shortly after the action was filed. 
Judge Albright denied the motion for transfer, 
finding Jupiter failed to “sufficiently differenti-
ate[]” exactly where relevant documents were 
located, neither party claimed witnesses were 
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ments raised a “substantial new question of pa-
tentability” as required under 35 U.S.C. § 303
(a).  The Federal Circuit held that a question of 
patentability is new until it has been considered 
and decided on the merits.  Because the Patent 
Office denied the third IPR petition based on 
Alarm.com’s abusive filing practices, the argu-
ments in that petition were never addressed on 
the merits. 
 
Nonetheless, the Federal Circuit held that the 
Patent Office abused its discretion and acted 
arbitrarily and capriciously by ordering reexami-
nation of Vivint’s patent.  Under § 325(d), the 
Patent Office has discretion to deny a petition 
for IPR or a request for reexamination where 
“the same or substantially the same prior art or 
arguments previously were presented to the 
Office.”  The Federal Circuit determined that the 
Patent Office implicitly exercised this discretion 
when it declined to institute the third IPR peti-
tion based on Alarm.com’s “similar, serial chal-
lenges to the same patent.”  The Federal Circuit 
held that, in light of that decision, it was arbitrary 
and capricious for the Patent Office to subse-
quently grant the same petitioner’s “nearly iden-
tical reexamination request.”     
 
The Federal Circuit emphasized that its ruling is 
narrow and does not stand for a blanket bar on 
reexamination where a particular challenger has 
engaged in improper serial filing.  The Federal 
Circuit noted that “there can be a public interest 
in reexamination that goes beyond the interest, 
or propriety of behavior, of a particular challeng-
er.”  This public interest, the court explained, is 
reflected in the Director’s authority under § 303
(a) to launch a reexamination “[o]n his own initi-
ative.”  Such authority, however, was not at issue 
in the present case.     
 
 
Venue and Pleading Infringement in Hatch-
Waxman Litigation Turn on Location and 
Identity of ANDA Filer  
 
In Celgene Corp. v. Mylan Pharm. et al., Appeal 
No. 21-1154, the Federal Circuit held that in 
Hatch-Waxman litigation: (1) infringement occurs 
where the ANDA is submitted and not where the 
patentee receives notice of the ANDA submis-
sion; (2) the presence of an affiliated entity or 
employees in the district is insufficient to show a 
regular and established place of business; and 
(3) pleadings must explain how a defendant was 
involved in the ANDA submission to support a 
claim for infringement. 
 
Mylan Pharmaceuticals Inc. (“MPI”) filed an Ab-
breviated New Drug Application (“ANDA”) for a 
generic version of Celgene’s pomalidomide 
drug.  Celgene (residing in New Jersey) filed pa-
tent infringement actions in the District of New 
Jersey against MPI (residing in West Virginia), 

ing conduct rising to the level of “wanton, mali-
cious, and bad-faith” behavior. Based on that 
standard, the district court granted judgment as 
a matter of law (“JMOL”) of no willful infringe-
ment after May 8, 2012, and did not award en-
hanced damages. However, the district court 
again awarded SRI its attorney fees, this time 
without relying on willfulness. Both parties ap-
pealed. 
 
In a second appeal, the Federal Circuit reversed 
the district court’s JMOL of no willful infringe-
ment after May 8, 2012. The Federal Circuit clar-
ified that while “wanton, malicious, and bad-
faith” behavior warrants enhanced damages, 
such behavior is not required for a jury to find 
willful infringement. It noted that, instead, will-
fulness requires no more than deliberate or 
intentional infringement. The Federal Circuit 
also reinstated the district court’s original en-
hancement doubling the jury’s damages award. 
It noted the original enhancement applied only 
to damages sustained after May 8, 2012 and 
found that the district court had properly con-
sidered the issue before the first appeal. Lastly, 
the Federal Circuit affirmed the district court’s 
award of attorney fees to SRI based on a litiga-
tion strategy by Cisco that the court described 
as “aggressive.”  
 
 
Serial Post-Grant Review Filings and the Lim-
its of PTO Discretion Under §325(d) 
 
In In Re: Vivint, Inc., Appeal No. 20-1992, the 
Federal Circuit held that even when a request 
for ex parte reexamination raises a substantial 
new question of patentability, the Patent Office 
can exercise its discretion to deny the request 
under 35 USC § 325(d) where the petitioner has 
engaged in a pattern of filing “similar, serial 
challenges to the same patent.” 
 
Accused patent infringer Alarm.com filed a re-
quest for ex parte reexamination of Vivint’s pa-
tent after the Patent Office had previously de-
nied institution of Alarm.com’s three petitions 
for inter partes review of the same patent.  The 
Patent Office denied the third IPR petition be-
cause it reflected Alarm.com’s “undesirable, 
incremental petitioning” practice of using prior 
Board decisions as a roadmap to correct past 
deficiencies.  Although Alarm.com’s subsequent 
reexamination request largely “repackaged” 
arguments from its third IPR petition, the Pa-
tent Office ordered reexamination.  The exam-
iner ultimately rejected all claims, and Vivint 
appealed to the Board.  The Board 
affirmed.  Vivint appealed to the Federal Circuit. 
 
The Federal Circuit vacated and remanded with 
instructions for the Patent Office to dismiss the 
reexamination.  The Federal Circuit agreed with 
the Board that Alarm.com’s “repackaged” argu-
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No Standing for Second Bite at the Apple 
 
In Apple, Inc. v. Qualcomm, Inc., Appeal No. 20-
1683, the Federal Circuit held that Apple lacked 
standing to appeal an IPR decision upholding 
patents that Apple licensed from Qualcomm, 
in light of a prior decision with identical opera-
tive facts. 
 
Qualcomm sued Apple for infringement of 
various Qualcomm patents. In response, Apple 
petitioned for inter partes review (IPR) of Qual-
comm’s patents. The Patent Trial and Appeal 
Board issued four final written decisions hold-
ing Apple did not prove the challenged claims 
in the patents would have been obvious. Apple 
and Qualcomm then settled all litigation be-
tween the two companies worldwide. The set-
tlement included a six-year license agreement 
for a large portfolio of patents, including the 
patents at issue. Apple then appealed the 
Board’s four final written decisions. In April of 
2021, the Federal Circuit found that Apple 
failed to establish standing to appeal the first 
of the four final written decisions.  First, the 
Federal Circuit rejected Apple’s argument that 
its payment of royalties under the licensing 
agreement confers standing, reasoning that 
the validity of the patents would not impact 
Apple’s royalty obligations. Second, the Federal 
Circuit rejected Apple’s assertion of standing 
based on the possibility that Qualcomm might 
sue Apple for infringing the patents after the 
license expires, finding Apple’s assertions 
lacked the specificity necessary to show that 
Qualcomm was likely to assert the patents 
after the expiration of the license agreement. 
Third, the Federal Circuit rejected the conten-
tion that the harm Apple could face from IPR 
estoppel confers standing, noting Apple failed 
to show it will likely be engaging in activities 
that could give rise to a lawsuit based on the 
patents. Accordingly, the Federal Circuit dis-
missed the first appeal. 
 
In appealing the second final written decision, 
Apple asserted that the Federal Circuit’s dis-
missal of the first appeal did not explain why 
the threat of liability if Apple ceased licensing 
payments was insufficient for standing. The 
Federal Circuit concluded that, while the pa-
tent at issue in the first appeal was different 
from the patent at issue in the second appeal, 
the settlement and the license agreement cov-
ered both patents. Additionally, the Federal 
Circuit concluded that Apple’s declarations in 
support of standing in the second appeal were 
the same as Apple’s declaration in support of 
standing in the first appeal. The Federal Circuit 
concluded that the two “cases are on all fours” 
and “the writing is already on the wall.” The 
Federal Circuit explained that, where there is a 
case on point, the Federal Circuit is bound by 
stare decisis. Because the Federal Circuit conclud-

 Mylan Inc. (residing in Pennsylvania), and 
Mylan N.V. (residing in Pennsylvania and the 
Netherlands) (collectively “Mylan”).  Mylan 
moved to dismiss for improper venue as to 
MPI and Mylan Inc., and for failure to state a 
claim as to Mylan N.V.  The district court 
agreed with Mylan regarding venue and dis-
missed the claims against Mylan N.V. because 
it did not submit the ANDA.  Celgene ap-
pealed. 
 
The Federal Circuit affirmed the dismissal of 
MPI and Mylan Inc. for improper venue.  It was 
undisputed that neither entity resided in New 
Jersey.  Thus, Celgene needed to prove that 
infringement occurred in New Jersey and that 
MPI and Mylan Inc. had regular and estab-
lished places of business there.  With respect 
to infringement, the Federal Circuit rejected 
Celgene’s argument that MPI’s ANDA submis-
sion (which did not occur in New Jersey) ex-
tended nationwide to future acts of marketing 
and sales.  The Federal Circuit also rejected 
Celgene’s argument that receipt of notice of 
MPI’s ANDA filing at its headquarters in New 
Jersey constituted part of the infringing ANDA 
submission.  Thus, no act of infringement oc-
curred in New Jersey.   
 
The Federal Circuit also affirmed the finding 
that MPI and Mylan Inc. did not have regular 
and established places of business in New 
Jersey.  Celgene argued that several Mylan 
employees lived in New Jersey and rented 
storage lockers, but the court found this in-
sufficient and noted that a physical location 
must be “of the defendant, not solely . . . of 
the defendant’s employee.”  Alternatively, 
Celgene argued that Mylan Labs. Inc., a de-
funct, indirect subsidiary of MPI, once had an 
office in New Jersey that should be imputed to 
MPI and Mylan Inc. for venue purposes.  The 
Federal Circuit disagreed because Celgene 
failed to establish any disregard of corporate 
formalities or separateness that would allow 
the subsidiary’s venue to be imputed to its 
parent. 
 
Lastly, the Federal Circuit affirmed the dismis-
sal as to Mylan N.V. for failure to state a 
claim.  It was undisputed that MPI was the 
entity that signed and submitted the ANDA to 
the FDA.  The Federal Circuit rejected Celgen-
e’s argument that the chain of ownership from 
Mylan N.V. to MPI was sufficient to state a 
claim against Mylan N.V. based on MPI’s ANDA 
submission.  Celgene also alleged that the 
entities acted in concert and that Mylan N.V. 
directed and controlled MPI.  However, the 
Federal Circuit found these statements to be 
mere legal conclusions, lacking allegations or 
evidence, for example, as to how Mylan N.V. 
was involved in the ANDA process or how 
Mylan N.V. controls or directs MPI.   
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Galperti-Italy’s representation.  Second, the 
court found that the TTAB erred in requiring 
Galperti-USA to demonstrate privity with other 
users of the GALPERTI mark during the relevant 
time period.  Rather, the court held that, to eval-
uate whether an applicant has had substantially 
exclusive use of a mark, any use by a third party, 
regardless of its relation to the challenger, must 
be analyzed with regard to the significance of 
such use.  Thus, the court vacated and remand-
ed for further analysis of the falsity of Galperti-
Italy’s representation to the PTO. 
 
 
Be Careful What You Agree To:  Incorporated 
Rules Clearly and Unmistakably Delegate De-
termining Arbitrability  
 
In Rohm Semiconductor USA, LLC v. Maxpower 
Semiconductor, Inc., Appeal No. 21-1709, the Fed-
eral Circuit held that an arbitration agreement, 
which incorporated the California Code of Civil 
Procedure by reference, delegated determining 
arbitrability and supported dismissal of a district 
court action. 
 
Rohm Semiconductor USA, LLC (“Rohm USA”) 
sued MaxPower Semiconductor, Inc. 
(“MaxPower”) for declaratory judgment of non-
infringement of four patents related to semicon-
ductors.  Rohm USA also petitioned for inter 
partes review of the four patents.  The dispute 
stemmed from a technology license agreement 
(“TLA”) between MaxPower and Rohm USA’s par-
ent company, Rohm Co., Ltd. (“Rohm Japan”).  An 
amendment to the TLA included an arbitration 
agreement and provided that arbitration would 
be conducted according to the California Code of 
Civil Procedure (“CCCP”).  Based on the arbitra-
tion agreement, the District Court granted Max-
Power’s motion to compel arbitration and to 
dismiss Rohm USA’s declaratory judgment 
claims without prejudice.  Rohm USA appealed. 
 
The Federal Circuit affirmed the dismissal.  Un-
der First Options of Chicago, Inc. v. Kaplan, “[c]
ourts should not assume that the parties agreed 
to arbitrate arbitrability unless there is ‘clea[r] 
and unmistakabl[e]’ evidence that they did 
so.”  514 U.S. 938, 944 (1995).  Rohm USA argued 
that the CCCP was ambiguous because it con-
tained two provisions:  § 1297.161, which states 
that an arbitrator “may rule on its own jurisdic-
tion” in an international commercial arbitration; 
and § 1281.2, which states that “the court shall 
order the petitioner and the respondent to arbi-
trate the controversy if it determines that an 
agreement to arbitrate the controversy ex-
ists.”  The Federal Circuit held that the CCCP was 
not ambiguous because § 1297.161, which Rohm 
USA alleged was contradicted by § 1281.2, ex-
pressly supersedes § 1281.2 with respect to in-
ternational commercial arbitrations.  Further, 
the Federal Circuit found that the case was fun-

ed that the operative facts of the first appeal 
were the same as the operative facts of the sec-
ond appeal, it was bound by the decision in the 
first appeal.  The court therefore dismissed Ap-
ple’s second appeal for lack of standing.  
 
Judge Newman dissented, arguing that, be-
cause the first appeal and the second appeal 
presented different issues, different arguments, 
and different technologic aspects of the devic-
es, and because of Apple’s status as a patent 
licensee, it was “apparent” that Apple had 
standing to pursue the current appeal.  
 
 
What’s in a Name?: Third Party Use of a De-
scriptive Term Without Secondary Meaning 
Can Undermine Assertions of Substantially 
Exclusive Use of the Term 
 
In Galperti, Inc. v. Galperti S.R.L., Appeal No. 21-
1011, the Federal Circuit held that evidence of 
use of a term by any third party, even without a 
showing of secondary meaning, is relevant to 
refute an assertion of substantially exclusive 
use.  
 
Galperti-USA filed a petition to cancel a trade-
mark registration for the GALPERTI mark owned 
by Galperti S.r.l. (Galperti-Italy) in connection 
with metal flange products.  Galperti-Italy’s ap-
plication for the trademark registration was 
initially rejected by the PTO on the grounds that 
the mark was primarily just a surname.  To 
overcome the rejection, Galperti-Italy asserted 
that the mark had become distinctive through 
Galperti-Italy’s substantially exclusive use in the 
preceding five years.  At the TTAB, Galperti-USA 
asserted that Galperti-Italy had intentionally 
made a false assertion of substantially exclusive 
use.  The TTAB declined to cancel the registra-
tion, and Galperti-USA appealed.  The Federal 
Circuit remanded for the TTAB to consider 
whether Galperti-USA’s evidence purporting to 
show falsity of Galperti-Italy’s representation to 
the PTO was significant or inconsequential.  On 
remand, the TTAB found that Galperti-USA 
failed to prove there was significant and not 
inconsequential use that would render Galperti-
Italy’s representation false.  Galperti-USA ap-
pealed again. 
 
On the second appeal, the Federal Circuit found 
legal error in the TTAB’s falsity analysis on two 
grounds.  First, the court found that the TTAB 
erroneously required Galperti-USA to establish 
that its use of the GALPERTI mark during the 
relevant time period had acquired distinctive-
ness in order for its use to count in assessing 
the falsity of Galperti-Italy’s representation.  The 
court held that third party use of a term that 
lacks secondary meaning can still undermine a 
claim of substantially exclusive use.  Thus, such 
evidence was pertinent to showing the falsity of 
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Written Description: What is the Proper 
“Dosage” to Satisfy This Requirement? 
 
In Biogen International GMBH v. Mylan Phar-
maceuticals Inc. Appeal No. 20-1933, the Feder-
al Circuit held that a specification may not 
demonstrate “possession” of an invention in 
satisfaction of the § 112 written description 
requirement even though the specification lists 
dosage ranges encompassing the claimed limi-
tation.  
 
Biogen sued Mylan for infringement of a pa-
tent directed to a method of treating multiple 
sclerosis (MS) with dimethyl fumarate (DMF). 
Mylan counterclaimed asserting invalidity and 
non-infringement.  Claim 1 recited inter alia 
“wherein the therapeutically effective amount 
of [DMF]… is about 480 [milligrams] per day 
[DMF480].”  The patent specification recited 
inter alia “an effective dose of DMF… can be… 
from about 240 mg to about 720 mg per day; 
or from about 480 mg to about 720 mg per 
day; or about 720 mg per day.”  The district 
court found the asserted claims to be invalid 
for lack of written description because the 
specification failed to describe that the inven-
tors possessed the claimed therapeutically 
effective dose of DMF to treat MS.  Biogen ap-
pealed.  
 
The Federal Circuit affirmed invalidity based on 
a lack of written description.  First, the specifi-
cation’s reference to DMF480 was part of a 
wide dosage range.  Specifically, DMF480 ap-
peared in only a single range among multiple 
ranges and appeared at the end of that 
range.  The Federal Circuit contrasted this with 
the specification’s reference to DMF720 inde-
pendently as a therapeutically efficacious 
dose.  Despite the wide range of potential dos-
es, Biogen argued that a skilled artisan would 
be drawn to the DMF480 dose because it was 
“anchored” to the DMF720 dose, which was 
known at the time to be effective.  However, 
the Federal Circuit noted that the specification 
also “anchored” other doses to DMF720 that 
were known to be ineffective (e.g., DMF240) as 
well as doses that would far exceed therapeu-
tic efficacy (e.g., DMF1,000).  The Federal Cir-
cuit further noted that one of the inventors 
stated that his research was not focused on 
informing the clinical dosing of DMF and 
“denied that his research could be extrapolat-
ed to a clinical dose of DMF.”  Moreover, Bi-
ogen’s expert conceded that the sole DMF-
dosage paragraphs in the specification did not 
teach a person of ordinary skill in the art that 
DMF480 would be therapeutically effective for 
treating MS.  Finally, the Federal Circuit noted 
that the patent specification included only the 
single paragraph teaching potential DMF dos-
age levels and that this paragraph was not 

 damentally an international dispute between 
MaxPower, a California corporation, and 
Rohm Japan, a Japanese company.  The Feder-
al Circuit also held that the phrase “[t]he arbi-
tral tribunal may rule on its own jurisdiction” 
was mandatory, in part, by comparing § 
1297.161 to language in the United Nations 
Commission on International Trade Law’s sim-
ilar provision, which courts have held to be 
mandatory.  The Federal Circuit distinguished 
a Third Circuit case wherein arbitration rules 
incorporated by reference were held to not 
clearly and unmistakably delegate arbitrability 
due to requiring a “daisy-chain of cross-
references from the contract to the 
[arbitration organization] to the [arbitration 
organization’s] fifty-plus sets of rules” to reach 
the alleged delegation.  The Federal Circuit 
found that there was no such “daisy-chain of 
cross-references” in the case before it.  
 
 
Lack of Written-Description Support for 
Claimed Ranges Makes Parent Application 
Prior Art 
 
In Indivior UK Limited v. Dr. Reddy's Laborato-
ries S.A., Appeal No. 20-2073, the Federal Cir-
cuit held that claims of a continuation applica-
tion were anticipated because they were not 
entitled to the filing date of a parent applica-
tion that failed to support the ranges of nu-
merical values claimed in the continuation. 
 
Dr. Reddy’s Laboratories petitioned for inter 
partes review (IPR) of Indivior’s patent 
claims.  The Board held that the challenged 
claims, which issued from a continuation ap-
plication, were not entitled to the filing date of 
a parent application.  According to the Board, 
the parent application lacked written-
description support for numerical ranges re-
cited in the challenged claims, and therefore 
the parent application was prior art.  Because 
the parent application disclosed values within 
the claimed ranges, the Board held that it an-
ticipated the challenged claims.  Indivior ap-
pealed. 
 
The Federal Circuit found substantial evidence 
for the Board’s factual findings concerning the 
lack of written-description support.  Although 
some of the claimed ranges could be derived 
mathematically from certain entries in a table 
in the parent application, the Federal Circuit 
held that this table was insufficient to support 
the claimed ranges. 
 
Judge Linn dissented, arguing that the majori-
ty ignored two precedential cases showing 
that the parent application provided adequate 
support for the claimed ranges. 
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linked to the treatment of any specific disease 
(e.g., MS).  
 
Judge O’Malley dissented, arguing that the dis-
trict court erred in applying judicial estoppel to 
prevent Biogen from arguing a distinction be-
tween the clinical and therapeutics effects of 
DMF480.  Judge O’Malley asserted that this er-
ror led to a fundamental misunderstanding of 
what was claimed and impacted the district 
court’s obviousness and written-description 
analyses.  
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were used. The court in reaching its decision re-
jected plaintiffs’ argument that, because this lan-
guage “appears verbatim in myriad patents,” in-
cluding patents not directed to DNA sequencing 
technology, it would be unfair to read this “widely 
repeated passage” as an admission that the 
claimed steps were conventional. In doing so, the 
court emphasized the fundamental principle that 
a “patentee is bound by the words it uses in its 
patent[.]” The court further explained that patent 
applicants often represent that techniques are 
conventional in order to meet § 112 requirements 
and, having done that here, plaintiffs “cannot now 
avoid the consequences that flow from its repre-
sentation.” 

The court rejected several other arguments by 
plaintiffs that these detection techniques were not 
conventional. Specifically, the plaintiffs pointed to 
disclosure in the patents as allegedly indicating 
that sequencing techniques used in the meth-
ods—including digital polymerase chain reaction 
(PCR) and “next generation sequencing”—were not 
conventional, routine or well-understood. The 
court found that plaintiffs’ alleged evidence 
“mischaracterized the written description” and 
that its assertions that these sequencing tech-
niques are nonconventional was “simply false.” 
The court also determined that extrinsic evidence 
plaintiff relied on failed to establish that the detec-
tion techniques were nonconventional. According 
to the court, “[p]ermitting [plaintiffs] to now nullify 
with extrinsic evidence an unambiguous represen-
tation it made to the PTO to secure its patents and 
exclude competitors like Defendants from making 
or using the claimed invention would be funda-
mentally at odds with the basic principles underly-
ing our patent system.” Having found no genuine 
disputes of material fact that the asserted patents 
claim patent-ineligible subject matter, the court 
entered summary judgment of invalidity for de-
fendants. 

Practice Tip: When considering whether to 
characterize any disclosed technique or method in 
a patent as “conventional” or “routine,” a patent 
applicant should carefully weigh any possible ben-
efits of including such language (e.g., to meet § 
112 requirements) against any potential risk that 
the statements could be used later in litigation to 
show that the claims are invalid under § 101. 

CareDx, Inc. et al. v. Natera, Inc., No. CV 19-0567-CFC
-CJB, 2021 WL 4439600 (D. Del. Sept. 28, 2021).  
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Admission in Specification Dooms Organ 
Transplant Patents Under § 101 
 
by Daniel L. Moffett, Matthew George Hartman, 
Shawn Bastani (Law Clerk) 
 
District Court, 35 U.S.C. § 101, District of Dela-
ware 
 
October 4, 2021 
 
The United States District Court for the District 
of Delaware recently held that claims covering 
methods for evaluating organ transplant rejec-
tion are invalid under 35 U.S.C. § 101. 

The patents at issue disclose methods to as-
sess organ transplant rejection without the 
need for invasive biopsies. This is accom-
plished by detecting particular concentrations 
of donor cell-free DNA (cfDNA) in the blood of 
transplant recipients. The disclosed methods 
have four steps for detecting a donor’s cfDNA 
in a transplant recipient: “1. ‘obtaining’ or 
‘providing’ a ‘sample’ from the recipient that 
contains cfDNA; 2. ‘genotyping’ the transplant 
donor and/or recipient to develop 
‘polymorphism’ or ‘SNP’ ‘profiles’; 3. 
‘sequencing’ the cfDNA from the sample using 
‘multiplex’ or ‘high-throughput’ sequencing; or 
performing ‘digital PCR’; and 4. ‘determining’ or 
‘quantifying’ the amount of donor cfDNA.” 

In 2019, plaintiffs sued defendants for allegedly 
infringing the asserted patents by making and 
selling certain organ transplant tests. The de-
fendants each filed a motion for summary 
judgment of invalidity of the asserted patents 
under § 101 and in December 2020 the court 
denied those motions. Later, the court sua 
sponte raised the § 101 validity issue under 
Fed. R. Civ. P. 56(f)(3). According to the court, it 
was uncontested that the claims were directed 
to detecting natural phenomena. The court 
determined, therefore, that the dispositive 
question under both steps of the Alice/Mayo 
framework for patent eligibility was whether 
the claimed methods used only standard/
conventional detection techniques. 

To answer this question, the court examined 
the specifications. Language in each specifica-
tion stated that the “invention employs, unless 
otherwise indicated, conventional techniques . 
. . which are within the skill of the 
art.” (emphasis added). The court held that 
since the specifications never indicated 
“otherwise,” they conclusively established that 
standard/conventional detection methods 
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document discovery requested here and then 
permit it in [the petitioner’s expert’s] deposi-
tion.” 

In contrast, the PTAB found that the first Garmin 
factor did not support granting additional dis-
covery as to Requests 2 and 3. The PTAB noted 
that the patent owner had provided no basis for 
its belief that opposing counsel had instructed 
petitioner’s expert to use particular parameters 
in his experiments. Furthermore, although the 
Federal Rules of Civil Procedure do not apply to 
IPR proceedings, the PTAB found that granting 
Requests 2 and 3 would be both impermissible 
under PTAB rules and inconsistent with Rule 26
(b)(4)(C). Requests 2 and 3 sought not only docu-
ments that identify material discoverable under 
Rule 26(b)(4)(C)—namely, communications be-
tween a party’s attorney and expert related to 
the expert’s compensation or facts, data and 
assumptions considered by the expert—but also 
documents that merely include or refer to that 
discoverable material. 

As to the second Garmin factor, the PTAB con-
cluded that Requests 1 and 4 did not impermis-
sibly seek petitioner’s litigation positions or the 
underlying bases for those positions. The PTAB 
found that Requests 1 and 4 were fair in that 
they sought information that the petitioner’s 
expert considered in testing reconstructions that 
formed part of petitioner’s case-in-chief. On the 
other hand, the PTAB found that the second fac-
tor weighed against granting Requests 2 and 3, 
and reiterated that these requests sought infor-
mation outside the scope of the PTAB’s rules. 

The PTAB found that the third and fourth Gar-
min factors weighed in favor of granting the motion 
for additional discovery, as none of the request-
ed information could be generated by other 
means, and the additional discovery requests 
were easily understandable. 

Finally, under the fifth Garmin factor, the PTAB 
considered whether the requests were overly 
burdensome, “given the expedited nature of 
inter partes review, including financial burden, bur-
den on human resources, and burden on meet-
ing the time schedule.” The PTAB concluded that 
Requests 1 and 4 were limited in scope and 
therefore not overly burdensome for the peti-
tioner to answer. However, the PTAB found that 
attempting to answer Requests 2 and 3 without 
revealing protected attorney work product 
would be overly burdensome to the petitioner. 

The PTAB noted that the petitioner did not spe-
cifically address factors 3, 4 and 5 in its opposi-
tion briefing. 

In light of its analysis of the Garmin factors, the 
PTAB granted the patent owner’s motion for 

 PTAB: Expert’s Factual Bases Fair Game for 
Additional Discovery, but Communications 
with Counsel Are Off Limits 

by Karina J. Moy & Rubén H. Muñoz 
 
Patent Trial and Appeal Board, Inter Partes Re-
view 
October 25, 2021 
 
In an inter partes review (IPR) proceeding, the 
Patent Trial and Appeal Board (PTAB) granted 
the patent owner’s motion for additional dis-
covery related to experiments conducted by the 
petitioner’s expert to characterize two prior art 
references, but denied the motion to the extent 
it sought protected communications between 
the petitioner’s counsel and expert. 

Pursuant to the PTAB’s authorization and 37 
C.F.R. § 42.51(b)(2), the patent owner requested 
four categories of additional discovery. Re-
quests 1 and 4 sought the protocols and results 
of experiments conducted by the petitioner’s 
expert. Requests 2 and 3 sought “documents 
identifying, including, or referring to” instruc-
tions provided to the petitioner’s expert con-
cerning the design and parameters of the ex-
periments. 

The patent owner argued that additional dis-
covery into the experimental parameters, and 
possible instructions from counsel for selecting 
those parameters, would be useful for as-
sessing the petitioner’s inherent anticipation 
argument. In its opposition, the petitioner indi-
cated it would produce documents about the 
experimental parameters for characterizing the 
two prior art references at issue in the IPR, but 
argued that correspondence between the peti-
tioner’s counsel and expert related to the de-
sign of the experiment were protected work 
product. 

To assess whether granting additional discovery 
would serve the interests of justice, the PTAB 
applied the Garmin factors. Garmin Int’l, Inc. v. 
Cuozzo Speed Techs. LLC, IPR2012-00001, Paper 
26 at 6–7 (PTAB Mar. 5, 2013) (precedential). 

Under the first Garmin factor, the PTAB consid-
ered whether there was more than a mere pos-
sibility that additional discovery would yield 
useful information—namely, information 
“favorable in substantive value to a contention 
of the party moving for discovery,” and not 
merely relevant or admissible. The PTAB con-
cluded that Requests 1 and 4 fell squarely with-
in routine permissible discovery, as the re-
quests inquired about the facts and prior art 
references that the petitioner’s expert consid-
ered in preparing his testimony. The PTAB ob-
served, “it makes no sense to us to deny the 
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to travel to the United States for a deposition 
because of health concerns and the COVID-19 
pandemic. The PTAB instructed the parties to 
further cooperate and depose the witness in 
Spain, but the witness eventually stated he did 
not wish to be involved in the dispute beyond 
his previous affidavit. 

The petitioner then moved to strike the affidavit, 
arguing that its inability to cross-examine the 
witness would cause extreme prejudice, as the 
affidavit attempted to contradict and rewrite 
portions of the 1984 article. In response, the 
patent owner argued that the affidavit is not 
dispositive to the issues in dispute, and there-
fore something less than a live deposition would 
be a suitable alternative for the petitioner. The 
patent owner further advocated that, rather 
than strike the evidence, the PTAB should simply 
accord the appropriate weight to the affidavit in 
light of having no cross-examination. 

The PTAB ultimately agreed with the petitioner, 
determining that it would be improper to consid-
er the affidavit without the patent owner making 
the witness available for cross-examination. The 
PTAB explained that routine discovery requires 
that parties make their witnesses available for 
cross-examination if they want to proffer testi-
mony by affidavit. See 37 C.F.R. §§ 42.51–42.53. 
The PTAB’s Consolidated Trial Practice Guide 
further clarifies that “[d]iscovery is a tool to de-
velop a fair record and to aid [the PTAB] in as-
sessing the credibility of a witness,” and there-
fore a party seeking to present testimony by 
affidavit must make the witness available for 
cross-examination. Because allowing the affida-
vit to remain in evidence without cross-
examination would not provide a fair record and 
would prevent the PTAB from assessing the wit-
ness’s credibility, the PTAB granted the petition-
er’s motion to strike the affidavit from each of 
the proceedings. 

 

Practice Tip: To introduce and rely on sworn 
affidavits as evidence in an inter partes review 
proceeding, parties should be prepared to make 
those witnesses available for cross-examination. 
Failure to do so may have profound conse-
quences on the merits of the proceeding, such 
as the PTAB striking evidence from the record 
and according no weight to briefing that relies 
on such evidence. While extenuating circum-
stances may elicit some flexibility from the PTAB, 
it does not relieve a party of its duty to produce 
a witness for cross-examination. 

New World Medical, Inc. v. Microsurgical Tech., Inc., 
IPR2020-01573, Paper 49 (PTAB Nov. 5, 2021).  

additional discovery as to Requests 1 and 4, but 
denied the motion as to Requests 2 and 3. 

Practice Tip: A party seeking additional discov-
ery in an IPR proceeding must show that grant-
ing the request is in the interests of justice un-
der the Garmin framework. Requests for docu-
ments showing the factual bases of an expert’s 
testimony are typically permissible as providing 
useful information (factor 1) that is not merely 
the opposing party’s litigation positions (factor 
2) and that cannot be generated by other 
means (factor 3). However, the party seeking 
discovery should carefully draft such requests 
to not run afoul of protections afforded to at-
torney work product. In addition, the party op-
posing discovery should expressly argue why 
each Garmin factor disfavors the requested 
discovery. 

Tennant Co. v. Oxygenator Water Techs., Inc., 
IPR2021-00625, Paper 30 (PTAB Oct. 18, 2021) 
 
 
Unavailability of Witness for Cross-
Examination Dooms Reliance on Affidavit 
Testimony in PTAB Proceeding 
 
by Matthew George Hartman, Rubén H. Muñoz, 
Megan Mahoney (Law Clerk) 
 
Patent Trial and Appeal Board, Inter Partes Re-
view 
 
November 23, 2021 
 
In a series of related inter partes review pro-
ceedings, the Patent Trial and Appeal Board 
recently granted a petitioner’s motion to strike 
the sworn affidavit of a witness who was unwill-
ing to submit to cross-examination. In striking 
the affidavit, the PTAB explained that it would 
be improper to consider the affidavit because 
the patent owner had failed to comply with the 
PTAB’s applicable discovery rules by not making 
the witness available for cross-examination. 

The petitioner challenged several patents, all 
related to methods and devices used to open 
and remove tissue from a patient’s eye. In sup-
port of its petitions, the petitioner submitted a 
1984 article that discusses a surgical method 
for opening or tearing the trabecular meshwork 
of an eye. 

After the PTAB instituted review, the patent 
owner submitted a sworn affidavit from the 
named author of the 1984 article to clarify what 
the article was meant to report. However, upon 
the petitioner’s request to cross-examine the 
witness, the patent owner was unable to pro-
duce him. The witness—an 85-year-old, retired 
Spanish citizen residing in Spain—was unwilling 
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The patent owner argued that the PTAB’s treat-
ment of evidence of nonobviousness in the IPR 
of the ’785 Patent was nearly identical to its ap-
proach in the IPR of the ’626 Patent, which the 
Federal Circuit had found legally erroneous. The 
patent owner therefore requested that the Di-
rector either review the evidence of nonobvious-
ness de novo or remand the proceeding for re-
consideration in light of the Federal Circuit deci-
sion as to the ’626 Patent. The Director agreed 
that the PTAB’s analysis of the patent owner’s 
evidence was “substantially similar” in the two 
cases, and thus vacated the final written deci-
sion in the IPR of the ’785 Patent and remanded 
for the PTAB to address the patent owner’s ob-
jective evidence of nonobviousness. 

Practice Tip: Although the impact of A rthrex  
has been modest thus far, Director review ap-
pears to be a viable option in some unique cir-
cumstances. The grant of review in this case—
where the Federal Circuit had already decided 
the same legal question on appeal of an IPR in-
volving the same parties, the same technology, 
similar evidence, and similar approach to that 
evidence by the PTAB—makes clear that Director 
review is not a dead end. Parties should thus 
consider carefully, and set forth explicitly in their 
requests, any unique circumstances that may 
support Director review. 

Proppant Express Invs., LLC v. Oren Techs., LLC, 
IPR2018-00733, Paper 95 (PTAB Nov. 18, 2021).  

 
 
 
 
 
 

U.S. Patent Office Director Kicks Back IPR 
Decision to PTAB Panel in Light of Federal 
Circuit Decision in Related IPR 
 
by Karina J. Moy & Rubén H. Muñoz 
 
Patent Trial and Appeal Board, Inter Partes Re-
view, Federal Circuit 
 
November 30, 2021 
 
In a rare move, the interim Director of the U.S. 
Patent Office granted review of a final written 
decision in an review proceeding. In its request 
for Director review, the patent owner argued 
that the Patent Trial and Appeal Board’s failure 
to give weight to objective evidence of nonobvi-
ousness in one IPR was legal error for the same 
reasons cited by the Federal Circuit on appeal 
of the PTAB’s decision in a related IPR. 

U.S. Patent No. 9,403,626 (the ’626 Patent) 
claims a container intended for use in fracking, 
and U.S. Patent No. 9,440,785 (the ’785 Patent) 
claims methods of delivering, storing, unload-
ing, and using the container. In two separate 
IPRs, the PTAB concluded that all challenged 
claims of both patents were unpatentable as 
obvious. In particular, the PTAB found that the 
patent owner had presented evidence of nexus 
between its commercialized container product 
and the claims of the ’626 Patent and ’785 Pa-
tent. However, the PTAB ultimately credited the 
patent challenger’s evidence purportedly show-
ing that the patent owner’s commercial success 
and industry praise were the result of addition-
al, unclaimed features, thereby rebutting the 
patent owner’s presumption of nexus. 

The patent owner appealed the final decisions 
in both IPRs. On appeal of the IPR of the ’626 
Patent, the Federal Circuit reversed and re-
manded the PTAB’s obviousness finding as to a 
subset of challenged claims. The appellate court 
faulted the PTAB for failing to weigh the patent 
owner’s evidence showing that the container 
had generated significant revenue and was spe-
cifically praised by customers and a market an-
alyst as an effective and industry-disrupting 
technology. Because a patented invention need 
not be solely responsible for commercial suc-
cess in order for such indicia of nonobvious-
ness to be given weight, the Federal Circuit con-
cluded that the PTAB had legally erred by ignor-
ing the patent owner’s evidence. 

After this Federal Circuit decision issued but 
while the appeal of the second IPR was pend-
ing, the patent owner requested Director re-
view of the final written decision in the second 
IPR. The patent owner used the Director review 
process implemented by the PTAB in view of 
United States v. Arthrex, 141 S. Ct. 1970 (2021). 
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2021_1870396.pdf). The court found that 
the specification needed to more expressly 
state the range claimed, such that a “patent 
is not a hunting license” requiring the read-
er to patch together the range stated in the 
claim. (https://patentlyo.com/
patent/2021/11/written-description-
points.html). 

▪  Volunteering for CLE (Not Yet) – Professor 
Crouch referenced a statement by the 
Office of Enrollment and Discipline for the 
USPTO that the planned commencement of 
voluntary continuing legal education for 
registered practitioners is now delayed from 
Spring 2022 to November 1, 2024. (https://
patentlyo.com/patent/2021/12/voluntary-
continuing-certification.html).  

 

AIPLA – the profession’s national organization – 
see AIPLA.org  

▪  AIPLA’s 2022 Spring Meeting is tentatively 
scheduled for May 17-19, 2022, at The Roo-
sevelt in New Orleans. More info at https://
www.aipla.org/detail/event/2022/05/17/
default-calendar/aipla-2022-spring-meeting. 
AIPLA’s 2022 Annual Meeting is scheduled 
for October 27-29, 2021, at the Gaylord Na-
tional Resort and Convention Center in Na-
tional Harbor, Maryland. More information 
is available at https://www.aipla.org/detail/
event/2022/10/27/default-calendar/aipla-
2022-annual-meeting.  

▪  The Chisum Patent Academy was scheduled 
to hold one seminar in 2020, in Boston, 
Massachusetts on October 1-2, 2020. In-
stead, the Boston seminar is to be sched-
uled for a time in 2021, due to you-know-
what. More information available at https://
chisum-patent-academy.com/.  

 

For more information about any of the patent 
topics mentioned consult Patent Application 
Practice. Trademark topics are discussed in Trade-
mark Registration Practice. Both are published 
by West and updated twice a year.  

For patent prosecution or litigation questions, 
contact Fred Douglas at 949/293-0442 or by 
email at fdouglas@cox.net.  

by Frederic M. Douglas and James E. Hawes 

This column highlights some of the more nota-
ble recent online notices, newsletters, and 
blogs dealing with IP prosecution issues.  

 

Patently-O – a patent law blog – Patentlyo.com 

▪  Must Invention Conception be Immacu-
late? - On July 28, 2021, Prof. Dennis 
Crouch discussed the concerns relating to 
joint inventorship. He provides an overview 
as to how simultaneous conception is not 
required, but the co-inventors may collabo-
rate in various ways and still be joint inven-
tors. (https://patentlyo.com/
patent/2021/07/conception-joint-
inventors.html).  

▪  “Shall Be” is Not Enough to Assign Inven-
tions - On August 2, 2021, Prof. Dennis 
Crouch reviewed the case, Omni MedSci, 
Inc. v. Apple Inc., slip opinion, 2020-1715, 
2020-1716. (Fed. Cir., Aug. 2, 2021) (https://
cafc.uscourts.gov/sites/default/files/
opinions-orders/20-1715.OPINION.8-2-
2021_1812582.pdf), which addressed the 
contract language of an employment 
agreement for the assignment of inven-
tions. Notably, provisions that stated that 
patents and inventions “shall be the prop-
erty of the University,” did not assign a pre-
sent transfer of a present or future right, 
but, at most, reflects a “future agreement 
to assign.” Take another look at those em-
ployee agreements. (https://patentlyo.com/
patent/2021/08/property-assignment-
patent.html). 

▪  Obviousness of a Design Patent - On Au-
gust 23, 2021, Prof. Dennis Crouch dis-
cussed Campbell Soup v. Gamon Plus, 2020
-2344, 2021-1019, slip opinion (Fed. Cir., 
Aug. 19, 2021) (https://patentlyo.com/
media/2021/08/20-2344.OPINION.8-19-
2021_18219521.pdf) which considers obvi-
ousness of a design patent, which is ana-
lyzed in reference to 35 U.S.C. § 103, alt-
hough the methodology is different. 
(https://patentlyo.com/patent/2021/08/
obviousness-design-patent.html). 

▪  Four Points Don’t Make A “Range” – Pro-
fessor Crouch posted on November 24, 
2021, a discussion of the written descrip-
tion requirement for ranges of values, as 
considered in Indivior UK Limited v. Dr. 
Reddy’s Labs S.A., slip opinion, 2020-2073, 
2020-2142 (Fed. Cir., Nov. 24, 2021) 
(https://cafc.uscourts.gov/opinions-
orders/20-2073.OPINION.11-24-

INTERNET SIGHTINGS 
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OCIPLA RECENT EVENTS 

September 17, 2021 Luncheon—Hottest Issues In IP 

 Andrei Iancu, Irell & Manella LLP and Former Director, USPTO 

 

 

 

 

 

 

 

 

 

 

 

 

 

October 21, 2021 Luncheon—This Year’s Most Entertaining Trademark Cases 

 Meredith Williams, Rutan & Tucker LLP 
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OCIPLA RECENT EVENTS 

November 18, 2021 Luncheon—In-House Panel 

 Michael Kline, Cleveland Golf 

 Libby Hope, Intel 

 Randy Change, Acushnet Company 

 Asal Saffari, Western Digital 

 David Chan (Moderator), Western Digital 

 

 

 

 

 

 

 

 

 

 

 

 

 

December 9, 2021—OCIPLA Holiday Celebration 
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OCIPLA UPCOMING EVENTS 

Please save the date and join us for our next event... 

January 20, 2022 Luncheon—Patent Year in Review 

 Professor Mark A. Lemley, Stanford Law School 
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MEMBERSHIP COMMITTEE 

This committee shall focus on expanding and 
diversifying the membership of OCIPLA, and shall 
work closely with other Committees and the 
Board of Directors to provide insights as to what 
IP practitioners in our IP community want from a 
legal organization and how OCIPLA can better the 
local IP community.  

 

NEW LAWYERS COMMITTEE 

This committee shall focus on members in their 
first ten years of practice. The Committee shall 
provide educational and networking opportuni-
ties to new lawyers at OCIPLA. In addition, the 
Committee shall work closely with other Commit-
tees to provide new lawyers with opportunities to 
become more involved in the association, includ-
ing participating in planning for OCIPLA meetings, 
coordinating networking events and other social 
activities for OCIPLA, assisting in research & writ-
ing projects, and developing educational materi-
als.  

AMICUS COMMITTEE 

This committee shall: a) scrutinize judicial deci-
sions which involve significant issues of law or 
practice which affect intellectual property, (b) 
recommend to the Board of Directors that ami-
cus curiae briefs be filed in appropriate cases, 
and (c) draft OCIPLA amicus curiae briefs.  
 
 
PROFESSIONAL PROGRAMS COMMITTEE 
 
This committee shall identify and recommend 
curricula to the Board of Directors and assist in 
coordinating educational programs to be con-
ducted during regular monthly meetings or at 
other times on topics which: (1) are of interest 
and benefit to the OCIPLA members; or (2) per-
tain to the professional activities of OCIPLA mem-
bers and are of interest to others. The Commit-
tee will also assist the Board of Directors in ob-
taining speakers and otherwise preparing for the 
presentation of approved educational programs. 
The Professional Programs Committee shall in-
clude a litigation and prosecution subcommit-
tees.  

 

CORPORATE PRACTICE COMMITTEE 

This committee shall develop and disseminate 
information that is particularly useful to in-house 
attorneys, and promote efficient exchanges of 
best practices among in-house attorneys. Co-
chairs: 

▪  MICHAEL KLINE, 
michaelkline@clevelandgolf.com 

▪  MARK KERTZ, mark.kertz@medtronic.com 

 

 

 

 

 

 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
OCIPLA seeks vol-
unteers to serve 
on Association 
Committees, 
whose respective 
missions are set 
forth on this page. 
If you have a few 
hours a month, we 
invite you to con-
tact a member of 
our Board of Di-
rectors or the 
Committee Chairs 
(identified below) 
to discuss oppor-
tunities to help 
strengthen the  
OCIPLA  
community. 

JOIN AN OCIPLA COMMITTEE! 
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LAW STUDENT COMMITTEE 

This committee shall serve the law students in 
the local community, with particular focus on 
communicating their concerns to the Board of 
Directors and to welcome more law students to 
join the association as active members. The Com-
mittee shall also work closely with other Commit-
tees to provide law students with opportunities 
to become more involved in the association, in-
cluding participating in planning for OCIPLA 
meetings, coordinating networking events and 
other social activities for OCIPLA, assisting in re-
search & writing projects, and developing educa-
tional materials.  

 

NEWSLETTER COMMITTEE 

This committee shall identify, recommend to the 
Board of Directors and prepare high quality, edu-
cational material for the OCIPLA Newsletter.    Co
-Chairs:  

▪  BROCK WILSON, bfwilson@akingump.com 

▪  CLARK GORDON, cgordon@akingump.com 

 

TRADEMARK PRACTICE COMMITTEE 

This committee shall  consider all aspects of the 
practice of trademark law before the United 
States Patent and Trademark Office, aid in the 
institution of improvements in the administra-
tion of the trademark laws by the USPTO; moni-
tor proposed changes in the USPTO Rules of 
Practice  relating to  trademark law and, with the 
advice and consent of the Board of Directors, 
inform the USPTO  as to the position of the Asso-
ciation regarding such proposed changes; re-
ceive and coordinate views of members in con-
nection with any existing problems or sugges-
tions for improvements in the USPTO administra-
tion, and with the advice and consent of the 
Board of Directors, forward these views to the 
USPTO, and make recommendations to the 
Board of Directors regarding these duties. 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
OCIPLA seeks vol-
unteers to serve 
on Association 
Committees, 
whose respective 
missions are set 
forth on this page. 
If you have a few 
hours a month, we 
invite you to con-
tact a member of 
our Board of Di-
rectors or the 
Committee Chairs 
(identified below) 
to discuss oppor-
tunities to help 
strengthen the  
OCIPLA  
community. 

MAKE OCIPLA EVEN BETTER! 

COPYRIGHT  PRACTICE COMMITTEE 

This committee shall  consider all 
aspects of the practice of  copyright 
law before the Copyright Office of 
the Library of Congress, and to make 
recommendations to the Board of 
Directors regarding same. 

 

FORMER PRESIDENT’S COMMITTEE 

▪  EHAB SAMUEL,                      
esamuel@mannatt.com 

▪  MATT LAPPLE, 
matt@lappellubell.com  

▪  LAUREN KELLER                        
KATZENELLENBOGEN,  lauren. 
katzenellenbogen@knobbe.com 

▪  NATE CAMUTI,  
nate@camutilaw.com 

  

WOMEN IN IP COMMITTEE 

This committee shall  promote the 
role of women in IP law practice in 
and around Orange County.  Mem-
bership and participation are open 
to men as well. 

All committees shall consist of mem-
bers appointed by the Board of Di-
rectors for a two-year term.  
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President Mark Kertz 

Vice President Marin Cionca 

Secretary Sarah Bro 

Treasurer Nicole Townes 

Third Year Director  Meredith Williams 

First Year Director  Clark Gordon 

Immediate Past President Nate Camuti 

(949) 680-1313 

(949) 334-3036 

(949) 757-6001 

(949) 721-5261  

(714)  641-3486 

(949) 885-4216 

(949) 275-7852 

mark.kertz@medtronic.com 

marin@cioncaip.com 

sbro@mwe.com 

nicole.townes@knobbe.com 

mwilliams@rutan.com 

cgordon@akingump.com 

nate@camutilaw.com 

Second Year Director Brock Wilson (949) 885-4266 bfwilson@akingump.com 

OCIPLA 2021 Board of Directors 

OCIPLA Newsletter 
 

Copyright © 2021 The Orange County Intellectual Property Law Association. All rights reserved.  
Reproduction of this newsletter is authorized if the source, author,  

and copyright notice are provided on all reproductions. 

Printed in the United States of America.  
 

The OCIPLA Newsletter is a copyrighted publication normally published before each monthly OCIPLA General 
Meeting. The OCIPLA reserves the right to determine which, if any, submitted articles will appear in this Newsletter.  

This document is provided for informational purposes only. The articles contributed by identified authors express 
only the views of the particular author or authors and do not necessarily reflect the opinions of the Orange County 
Patent Law Association or its editorial staff. Any questions or comments concerning an article should be directed to 
its author. Any errors should be brought to the attention of the Editor so that appropriate corrections can be pub-
lished in a subsequent edition of the Newsletter. 

We hope that the Newsletter is informative, entertaining, and interesting. Comments, ideas, announcements, pro-
posed articles, suggestions and any other communications concerning the content, form or other aspect of this 
Newsletter may be directed to:  

Meredith Williams 
2021 OCIPLA Newsletter Editor 

Please also welcome incoming First Year Director, Lidia Sykisz!   (949) 705-0080   lsykisz@brownwegner.com 
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